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DEFENDANT JSL’S OPPOSITION TO PLAINTIFF’S MOTION FOR SUMMARY JUDGMENT ON COUNT V

-- and --

REPLY IN SUPPORT OF DEFENDANT JSL’S MOTION FOR PARTIAL SUMMARY JUDGMENT ON COUNT V

 [ORAL ARGUMENT REQUESTED]


Apart from the fatal untimeliness of its summary judgment motion,
 Plaintiff’s “baseball-trading-card” approach to its various claims – talking of trading a cybersquatting claim and an infringement claim for a summary judgment on a dilution claim
 – speaks volumes about the lack of genuine merit of Plaintiff’s claims in this case.  Moreover, Plaintiff’s bald threat that it is now going to press previously-ignored claims for money damages
 -- to punish JSL for defending itself – demonstrates the true motive of Plaintiff in this lawsuit:  to bully JSL into giving up its prior-in-time rights in the “evisa” mark and domain name.  


It is revealing that Plaintiff has not begun its oppositions to Defendant’s dispositive motions by addressing the merits of the pending motions themselves, but by repeatedly reminding the Court that Plaintiff has its own dispositive motion pending, as if the Plaintiff’s view of the world is the only thing the Court should be considering.  In its repeated “judicial economy” arguments, Plaintiff forgets that it commenced this lawsuit and that fairness and justice, before economy, are the fundamental objectives of the judicial process.

In addition, the contention that JSL, which Plaintiff acknowledges to be a one-man operation,
 is trying to force a multi-national corporate plaintiff to incur substantial attorney’s fees, is preposterous!  JSL is so grossly undermanned in its operation and so underfunded in this litigation that Plaintiff argues – from the other side of its mouth -- that it should prevail because JSL was slow to develop its enterprise and domain name.  In fact, Plaintiff knows very well from Joseph Orr’s deposition testimony that Mr. Orr was doing all he could to develop his multi-lingual service site while also working full-time to support himself.


When the relevant facts are considered, Plaintiff’s statutory cybersquatting claim – based on a statute that took effect after this dispute arose – lacks factual and legal basis.  Factually, JSL’s “evisa.com” domain name was derived from the name of Joseph Orr’s “Eikaiwa Visa” language school, born of Mr. Orr’s good faith entrepreneurial efforts in the field of education, continued with the express blessing of very qualified intellectual property counsel, and grown as time and resources have permitted.
  Legally, the cases cited by Plaintiff are completely inapposite.  The instant case presents dramatically different circumstances.  Accordingly, judgment should be entered in Defendant’s favor and against Plaintiff on the ACPA cause of action, Count V of Plaintiff’s complaint.

FACTS AND ARGUMENTS IN OPPOSITION AND REPLY

Plaintiff improperly reaches into settlement discussions between counsel, and wrenches dozens of “facts” terribly from context, in a tortured effort to prove the bad faith element of its cybersquatting claim.  To set the record straight, the following is what Plaintiff knows from its deposition cross-examination of Joseph Orr, and from the content of the record before it, but did not disclose in its opposition/countermotion:

Where did the name “Eikaiwa Visa”come from?
“Q.
What was your first job in Japan?

A. I worked for Time Life – I forget the full name of it.  It was a school, like an English school.

Q. How long did you work for the English school?

A. Time Life?

Q. Yes.

A. I believe it was one year.

Q. What was your next job in Japan?

A. After that I started Eikaiwa Visa with a woman that I met there who already had a piano school.  So she already had lots of students, so it wasn’t hard to start the school.”

Q. Mr. Orr, what does the word – forgive me if I mispronounce it – Eikaiwa?

A. Eikaiwa.

Q. Eikaiwa.  What does that mean?

A. English conversation.  Ei means, basically, English.  Kaiwa means conversation.

Q. How did you come up with the name Eikaiwa Visa –

A. Eikaiwa.

Q. Eikaiwa Visa for the school in Japan?

A. Well, you know, we wanted a catchy name.  And we’ve discussed that I’m not that great at catchy names, but we’ll let that pass.  But you know how it is.  It’s like the catchy names are all gone, and maybe I don’t have that much talent with catchy names anyway.

You want something that’s already got some positive associations, and you want it to suggest global – the Japanese are interested in English, in learning English pretty much for an image, and the image is like this is kind of global, you know, world travel and interaction and being Cosmopolitan and all that kind of stuff.  And then you have to have a word that pronounceable when Japanese speakers speak it because they speak it according to the sound system of their language, which is quite different from English.

So you know – you know, Cosmopolitan is out.  That’s like cos-mu-poli-cheen or something like that.  It sounds terrible.  So you know, okay, travel, passport, visa, suitcase?  You know that would be very – suitcase is out.  Okay?  So it’s like this kind of thing.  It’s like –

Actually, now that I remember, somebody else suggested this.  We were all sitting around trying to come up with a name for the school, and somebody suggested, hey, what about visa?  Bingo.  What could beat that?

Q. Who was involved in this discussion, this brainstorming session, I assume, for coming up with a name?

A. Well, Reiko Kurino was there.  I was there.  Seems to me there were a couple other people there.  And the woman who came up with the idea was an Australian woman.  Her name was Karen.  She was an English teacher or something at some other school.

Q. And you believe she came up with the name Visa?

A. Yeah.

Q. When she mentioned the name Visa, did anyone refer to the credit card company?

A. No.

Q. Did anyone suggest the credit card company might not want the name Visa to be used?

A. No.  And you know, I’ll tell you the honest truth, that was just – not a glimmer of that.  We were in Japan.  It’s just not that strong of an association there.  It was immediately, visa, wow, that’s it, you know?

Q. Why was an English word, visa – I assume visa’s an English word.  Why was that selected as part of the name of the school?

A. Well, okay.  You know, I don’t mean to appear rude here, but not to put too fine of a point on it, you’re kind of wasting time with a question like this.  If you had any knowledge of Japan, you wouldn’t ask that question.

English words are in businesses all over, and they have this – people – there are coffee shops use English names.  This is hard to believe, but there are businesses there – quite a few businesses that have names that the owner doesn’t even know how to read the name.  It’s the style.  It’s image.  It’s got this image of like Cosmopolitanism, you know.  It’s kind of a funny thing.  Almost – and if you’re an English school, boy, you’d better have an English – an English name.  It might not make any sense.  There’s an English school called Aeon, A-E-O-N.  I don’t know what that means.  There’s a hamburger shop called God in Tokyo.  There was a coffee shop in my town called Doing.

Q. Called what?

A. Doing, in English.  It would be strange to have an English school without an English name, especially one that – including those that aren’t necessarily easy to pronounce, I mean, in their English form.  Of course, in the Japanese form, it’s easy to pronounce.”

Where did the word “evisa” come from?
“Q.
When did you personally first consider adopting or using the mark EVISA, the letter stream E-V-I-S-A?

A. The day that I found out that you – that any, you know, citizen – any person could register a domain.  I became aware of the Internet really – I was using it before the web was invented.  When the web came out, I was immediately quite excited by it.  And not long after that, I realized that, hey, anybody can do this.  Anybody can register this thing.

So the next thing was, hey, I’ll register a site for Eikaiwa Visa.  Now, I wasn’t going to register “Eikaiwa Visa because for one thing, I was already thinking, I don’t just want a site for the school.  I want something bigger, you know.  I want to take my interest in education and really broaden it.  And as you noted, Americans don’t just look at the word Eikaiwa and immediately pronounce it correctly.  They say E-A – you know.  So I wanted something catchier and obviously shorter.  So EVISA was the obvious choice.”

What were Mr. Orr’s intentions for evisa?
“Q.
When you came up with the name E-V-I-S-A, what did you intend to use the name for?

A. A multilingual education site.  And I was also kind of – I had a bunch of, you know, ideas bubbling up in my head.  It was definitely education because I was really a fanatic about the things that I was doing, the educational applications I was making.  And I wanted to broad that.  I wanted to get on the Internet.  But I also had this idea of, hey, you know, I could make kind of general travel and immigration information because in a context of a multilingual content site.

It was all along the lines of multilingual world, you know – not just travel in the physical sense, but travel in the sense of broadening your horizons and, you know, traveling around in the Internet or meeting other people, that kind of stuff, you know.  It was all like just kind of utopian mass of ideas.  None of which, I might add, had anything to do with financial services, which I had absolutely not any interest in whatsoever.”

“Q.
Why did you think consumers would like the mark?

A.
 Because of its associations with travel, and it’s short.  It’s nice kind of sound.  It doesn’t have any hard consonance in it.  Not only that – it’s shortness is not only – see, we’re not talking about a context of magazines and billboards and stuff or even word of mouth.  We’re talking about the Internet where at the time people would be typing this thing in, so the less letters the better.”


The early actual uses of “evisa” are described in the declaration of Joseph Orr dated May 7, 2001, submitted in opposition to Plaintiff’s motion for preliminary injunction.  That declaration is incorporated, rather than repeated herein, by this reference.

How did “evisa.com” come to exist?

●
The original iteration of “evisa.com” was “evisa-jp.com”.  

“A.
So I went onto the Internet, and I – this probably all happened the day that I thought of this, although I don’t remember the exact, you know, time line.  And I tried to register.  And I couldn’t.  Somebody had already registered it.  And so I thought about, and maybe the day later, okay, I’ll register evisa-jp.

Q. Now, when you say that you wanted to or you attempted to register it, you’re referring to E-V-I-S-A.com?

A. Yes.

Q. But somebody else already owned that domain name the day you checked?

A. Yes.

Q. Do you recall who owned the domain name E-V-I-S-A.com?

A. No, I didn’t – well, I didn’t check.  I didn’t look it up.

Q. You just saw that it was not available?

A. Yeah.  In fact, at that time this is so early in the game that I’m not even sure I knew how to look that up.  I mean, you know, I maybe knew about who it is, but I hadn’t really thought – it wasn’t as easy – you had to type in who – you had to log onto the computer and type who it is.  You can’t just go to the Web Site and find the information like you can today.  So it either didn’t occur to me or I didn’t know how.

Q. So, instead of registering E-V-I-S-A.com, you registered E-V-I-S-A dash or hyphen J-P.com?

A. That’s correct.”

●
evisa-jp.com was first registered in November, 1996.

“Q.
Did you register the evisa-jp.com domain name around the time you decided to adopt EVISA, E-V-I-S-A?

A. Yeah.

Q. Do you recall when that was that you registered the evisa-jp.com domain name?

A. Well, isn’t it right here in the record?

Q. I’d like to show you what’s been marked for identification as Plaintiff’s Exhibit 31.  Mr. Orr –

A. Yeah, so November 1996.  Yeah, that sounds right.”

●
evisa-jp.com was originally owned by Eikaiwa Visa then transferred to JSL.

“Q.
When you registered the evisa-jp.com domain name, did you do so in the name of Eikaiwa Visa?

A. Yes. Eikaiwa Visa.

Q. And has Eikaiwa Visa always owned the evisa-jp.com domain name?

A. It doesn’t own it now.  I haven’t gotten around to transferring the registration to them – to me, but it is now owned by JSL Corporation.

Q. When did Eikaiwa Visa transfer the EVISA domain name to JSL?

A. I don’t remember.  Let’s see if I can make a guess here.  Basically when I came to the U.S., I kind of relinquished my share of the business in return for, you know, the things that I had created, which were the Web Site, the domain names, the software, the textbook, and so forth.  So I have complete title to all those things.  I meaning JSL Corporation.”

●
evisa.com was registered when it became available in August, 1997.

“Q.
At some point you did register the name E-V-I-S-A.com; correct?

A. Yes.

Q. Prior to the time you actually registered the name domain E-V-I-S-A.com, did you periodically check to see whether it was available?

A. Yes.

Q. How often did you check?

A. I don’t recall.

Q. When you did check to see if the evisa.com was available between the time you first found out it was not and the time you actually registered it, did you ever go to the – view the Web Site at E-V-I-S-A.com?

A.
I don’t remember doing so, but I imagine that I did.  And it seems to me – now, I really – I don’t have any recollection of this, but it seems to me that there was nothing there.  It seems to me I did try to check it, and it was dead.  It wasn’t even a blank site.  It wasn’t even mapped to anything.”

In fact, Mr. Orr registered the evisa.com domain name on August 27, 1997.  (See Exhibit B to the McCue declaration in support of Plaintiff’s opposition/countermotion).  It was originally registered by Eikaiwa Visa, the language school owned in part by Mr. Orr.

Thus, JSL’s registration of “evisa.com” occurred more than two years before Plaintiff first announced the creation of its e-Visa division on September 15, 1999.
  Further, evisa.com was the progeny of evisa-jp.com, which had been registered nearly a year earlier.  Both were registered by Mr. Orr’s language school.

For these reasons, there is no factual possibility that Plaintiff’s e-Visa was, in any sense, within JSL’s contemplation when JSL registered its domain names.  The possibility that the VISA trademark was intentionally within JSL’s contemplation – which Plaintiff must show to prove bad faith under the ACPA – is completely discounted by the undisputed facts shown below.

Did JSL “traffic”
 in the evisa.com domain name to profit from the VISA mark?

The short and clear answer is no.  The undisputed facts show that Plaintiff initiated contact with JSL and Plaintiff persisted in pursuit of JSL even after expressly being told that evisa.com was not for sale.  That should, as a matter of law, end the inquiry. 

Even in the redacted-abridged-something-is-being-hidden version of the e-mails that Plaintiff attaches to its opposition/countermotion, the following appears.  Plaintiff’s anonymous representative, “heyclown,” initiated the discussion with the following e-mail:

“I am writing to inquire if the domain name EVISA.COM is available for sale.  I would like to purchase this domain name if it is.  Please let me know at your earliest convenience if this is for sale.  You can also reach me via telephone at 213-215-0344.”

In Mr. Orr’s deposition, Plaintiff explored and cross-examined Mr. Orr’s reaction to this e-mail:

“Q.
At some point you concluded that Marksmen was acting as an agent for Visa International; is that correct?

A. Yes.

Q. Did you conclude that after you received the initial communication from Marksmen?

A. No.  However, I suspected that would be one – I suspected two things.  I suspected it was either Visa or somebody – I thought, okay, it could be three things.  It could be Visa.  It could be someone who wants to get it from me and then sell it to Visa.  Or it could be somebody who wants to make a travel passport site.

Q. And that’s what you thought after you received the first communication from Marksmen?

A. Yes.”

Then, acting under the suspicion that VISA may be trying to buy his domain name, Mr. Orr responded to “heyclown”:

“Thanks for your inquiry.  Unfortunately, EVISA.COM is not for sale.  We have been working on developing a new evisa.com site for a while but have a bit slow getting it online because of numerous other projects.  However, it should be online in the near future.  In the meantime the subsite of Eikaiwa Visa is online.”


Had Plaintiff shown respect for Mr. Orr’s response, the discussion would have ended with Mr. Orr’s declaration that the domain name was not for sale.  Moreover, even in rejecting “heyclown’s” inquiry, Mr. Orr specifically referenced his Eikaiwa Visa education-based site, corroborating that his was not a domain-name-for-sale enterprise.

“heyclown,” however, insisted on having Plaintiff’s money do the talking:

“I know you said that the domain name is not for sale, but everything is, you know?  Will you accept $10,000 for the domain name EVISA.COM?  This is a genuine offer.  And I can send a cashier’s check to you in a matter of days.”

Clearly, Plaintiff set a tone of disingenuity, if not dishonesty, for the communications with Mr. Orr that would follow by (a) hiring a private investigator
  to contact Mr. Orr, (b) having “heyclown” represent that it was he who wanted to buy the domain name
, (c) refusing to take a polite “no” for an answer, and never identifying his principal as Visa International.  Having chosen that conduct and those tactics, Plaintiff can hardly be heard to argue that Mr. Orr’s subsequent conduct was misleading or in bad faith.

If, in 1999, Plaintiff held a good faith belief that JSL was cybersquatting with “evisa.com,” Plaintiff would have followed available administrative procedures for resolving domain name disputes.


As of October 24, 1999 – contemporaneous with Plaintiff’s discovery of “evisa.com” -- there was an administrative procedure adopted by all accredited domain name registrars for resolution of domain name disputes.  The procedure was/is mandatory for domain name owners, such as JSL, and was specifically applicable to disputes where a trademark owner, such as Plaintiff, claimed that:

“(i) 
your domain name is identical or confusingly similar to a trademark or service mark in which the complainant has rights; and

(ii) you have no rights or legitimate interests in respect of the domain name; and

(iii) your domain name has been registered and is being used in bad faith.”


The administrative procedure goes on to provide:

b. Evidence of Registration and Use in Bad Faith. For the purposes of Paragraph 4(a)(iii), the following circumstances, in particular but without limitation, if found by the Panel to be present, shall be evidence of the registration and use of a domain name in bad faith:
(i) circumstances indicating that you have registered or you have acquired the domain name primarily for the purpose of selling, renting, or otherwise transferring the domain name registration to the complainant who is the owner of the trademark or service mark or to a competitor of that complainant, for valuable consideration in excess of your documented out-of-pocket costs directly related to the domain name; or
(ii) you have registered the domain name in order to prevent the owner of the trademark or service mark from reflecting the mark in a corresponding domain name, provided that you have engaged in a pattern of such conduct; or
(iii) you have registered the domain name primarily for the purpose of disrupting the business of a competitor; or
(iv) by using the domain name, you have intentionally attempted to attract, for commercial gain, Internet users to your web site or other on-line location, by creating a likelihood of confusion with the complainant's mark as to the source, sponsorship, affiliation, or endorsement of your web site or location or of a product or service on your web site or location.
These are precisely the elements Plaintiff is now attempting to prove.  Had JSL been found to be a cybersquatter in this administrative procedure, “evisa.com” could have been cancelled or JSL could have been compelled to transfer the domain name to Plaintiff.  These are precisely the remedies Plaintiff now seeks.

Yet, Plaintiff waited two years and selected this Court, a far more expensive-to-defend forum, than was fully available to it, choosing to make a “federal case” out of it.  JSL respectfully suggests that the reasonable inference to be drawn from Plaintiff’s choice is that, as JSL has elsewhere suggested, Plaintiff’s true motive is to use its overwhelming economic power to bully JSL into giving up intellectual property that it has worked very hard to develop.

Did JSL – in bad faith -- register or use a domain name that is confusingly similar to the VISA mark?

●
evisa.com and VISA are neither identical nor confusingly similar
Plaintiff makes the bold-faced and false assertion that JSL admits that “evisa.com” and VISA are nearly identical and confusingly similar.
  JSL makes no such admission and thoroughly rejects the assertion.  Instead, JSL respectfully suggests that the reason Plaintiff did not follow the domain name dispute resolution procedure is that Plaintiff knew “evisa.com” was not confusingly similar to its mark.

First, facially and obviously, “evisa.com” and VISA are not identical.  Second, Plaintiff offers no evidence – and makes only argument -- that anyone has found or could find, as a matter of fact, that “evisa.com” and VISA are “confusingly” similar.
  Indeed, Plaintiff has wholly failed to designate any witness who would opine that there is any confusion or confusing similarity between “evisa” or “evisa.com” and VISA. Third, Plaintiff cites numerous inapposite cases to support its contention that, as a matter of law, “evisa.com” is confusingly similar to VISA in the contemplation of the ACPA.  The inapplicability of those cases is readily apparent.

Quite obviously, each of the terms “Victoria’s Secret,” “Porsche,” and “Joe Cartoon” has no meaning other than as a trademark.  Equally obviously, each of the domain names “excaliburhotelcasino.com,” “luxorhotelcasino.com,” “montecarlohotelcasino.com,” and “miragehotelcasino.com” identifies one and only one source.  Thus, if one sees the term “Victoria’s Secret” or the term “Mirage Hotel Casino,” only one thought comes to mind.

The diametric opposite is true of the word “visa,” which is the most common of words with an ordinary English-language meaning that has nothing to do with identifying a particular source of goods or services.
  When one sees the word “visa,” there are many, many possibilities that come to mind, other than credit cards.  

Thus, applying Plaintiff’s cited cases, had JSL registered the domain names “evisacreditcards.com” or “evisapaymentcards.com” or even “evisafinancialservices.com,” Plaintiff’s argument would bear weight.  However, standing alone, “visa” simply does not carry the unique and unambiguous message that Plaintiff wishes it carried.  

This problem is the very reason why thoughtful appellate courts have expressly pointed out, in the closely-related trademark dilution context, that there are many famous marks comprised of common words – “such as American, National, Federal, Federated, First, United, Acme, Merit or Ace” that are not at all distinctive.  As to these kinds of marks, the Second Circuit has said “It seems most unlikely that the statute contemplates allowing the holders of such common, albeit famous, marks to exclude all new entrants.”  Nabisco v. PF Brands, 191 F.3d 208 (2nd Cir. 1999) (Emphasis added).

The same is true in the cybersquatting context.  If Plaintiff were permitted to exclude all entrants into the Internet marketplace whose names included the common word “visa,” Plaintiff would be cutting a far wider path than is contemplated by basic concepts of trademark law.  That is why, by way of example only and so completely contrary to Plaintiff’s private-property view of the Internet, the following common words are not domain names owned by the famous corporate trademark holder --  apple, bell, cannon, dove, esquire, fidelity, gulf, ivory, life, money, pledge, sun, target, and word.
  Hence, Plaintiff’s mark is not “distinctive” in a way that warrants enforcement under the cybersquatting statute.

To determine whether “evisa.com” is confusingly similar to VISA in the relevant Internet/cybersquatting context, one must look at the issue from the perspective of the Internet user who sits at his or her computer and types in the words “evisa.com.”  VISA offers no evidence addressing this issue from that perspective.  The record is absent evidence, expert opinion testimony or otherwise, that there is confusing similarity between “evisa.com” and VISA for the Internet user.  Instead, Plaintiff simply asks the Court to assume the requisite “confusion” facts into existence.

For all of the factual reasons explained in JSL’s opposition to Plaintiff’s motion for summary judgment on the dilution issue – which specifically address the perception of “evisa” and VISA in the Internet context and by the Internet user, JSL respectfully submits that, as a matter of fact, there is no confusing similarity whatsoever between “evisa.com” and Plaintiff’s mark.

●
Plaintiff improperly raises and misrepresents settlement discussions to assert its claim of bad faith
Plaintiff brazenly argues that JSL filed oppositions to Plaintiff’s trademark applications in a bad faith effort to extort money from VISA for the evisa.com domain name.
   To make this point, Plaintiff not only reaches into settlement communications between counsel, but misrepresents by omission the true nature of those discussions.  As expressly stated in the letter attached hereto as Exhibit D (omitted from Plaintiff’s opposition/countermotion, yet completing the correspondence between counsel):

“Sixth, we have never offered a transfer of evisa.com for any price.  That was never proposed as a settlement alternative, and was not discussed on February 6.  The settlement options set forth in my December 12 letter have not changed.”

●
Plaintiff falsely claims that JSL has used the VISA logo at evisa.com
This contention
 is clearly and demonstrably untrue.  Exhibit I to Plaintiff’s opposition/countermotion unequivocally demonstrates exactly how JSL portrayed “Eikaiwa Visa” – with the Japanese characters for “Eikaiwa” followed by the word “VISA.”  Moreover, the content of the web page shown removes all doubt that the symbol and word combination identify a school, offering “courses” and “classes” with a “lesson schedule.”
  There is obviously no association intended.

●
JSL’s limitations of time and resource do not prove bad faith 
Nowhere is the context that is omitted from Plaintiff’s opposition/countermotion more misleading than in Plaintiff’s argument that JSL was a cybersquatter because it did nothing to develop its website until after Plaintiff’s private investigator tried to buy it.  The line of deposition questions/answers cited in Plaintiff’s papers to make this point was preceded by the following:

“Q.
When you first registered the evisa.com domain name in August 1997 and had this plan to make it a more general content educational international site, was that project delayed?

A. Yes.

Q. Why was it delayed?

A. Well, because I just bit off more than I could chew, both in that project and in other ones.  If I had limited it to just, okay, let’s get the evisa-jp stuff moved over, I could have done that pretty quickly.  But instead, I thought, hey, I already got that.  That’s working okay.  Why should I just make a duplicate?  I think, well, I’ll make other languages.

Then I had to get some translators lined up.  And in the meantime, I started coming up with these – I started getting more interested in other things I could do.  Then I started working on them.  But I never got anything to the point where I actually felt that I needed to have it on the site right away.

One of the things that I worked on quite a bit was the Screenbook Maker program, which turned out to be a very difficult project, and you know – also, the other thing that interfered was I moved back to the United States.  I had to make a career change from English teacher to computer programmer.  It’s a big change, and I was – it was tougher than I thought to study all this new stuff, and it just --.”

Also omitted by Plaintiff is Mr. Orr’s testimony that followed the exchange cited by Plaintiff, explaining why and how “heyclown” led Mr. Orr to resume development of “evisa.com”:

“Q.
Why did you, after Marksmen contacted you, put content up on the index page of the evisa.com site?

A. Well, that kind of got me thinking.  I better get myself moving here, get the stuff going or else, you know – there were probably two considerations.

One was that it just kind of got me going, you know, just like, hey, you know, I’ve been putting this off and putting this off.  Do something for Pete’s sake.

And secondly, there was the issue of, well, what are these guys doing?  Who are these guys?  What are they trying to do?  And for the purposes of, you know, the dialogue that was – may have taken place, I figured I’d better, you know, look like I’ve got something going here, not just some guy that’s not going to develop this thing.

Q. Why were you concerned about making it appear that you had something going?

A. Well, let’s see.  I had this domain name.  I knew it was valuable because it was catchy and nice short name.  Here was somebody saying that they wanted to buy it.  There were a couple of things.  I didn’t know who these people were, but I wanted to try to run the price up.  I didn’t really have any intention of selling at that point, but obviously, it’s a real advantage to have somebody standing around saying, hey, you know, I’ll give you “X” dollars for that thing, even if you’re not going to sell it.  Because I could turn to somebody else – I was trying to raise money for various things.  And I could say, hey, well, you know, this domain’s worth a lot because so-and-so says he’ll give me “X” for it.  So that was probably one consideration.

The other thing, I was a little bit embarrassed, you know.  Basically, that would be my reaction in any case.  I’ve got -- now – except for these long domain names, which are kind of not really that worth messing around with, I’ve got stuff on all my domains just because I don’t want to look like I’m – just kind of embarrassing to have – it’s just like having – you know, you’re opening a shop and, you know open for business soon; and it’s just like its not open.  And you want to at least put something up.  And there were never considerations.”


In other words, the “heyclown” solicitation made Mr. Orr think that (1) he should get off his duff and get back to work on his project and (2) he should do something to give himself some credibility, wherever the project was going.  That is hardly evidence of bad faith.


As to the exact date on which Mr. Orr replaced the index that appeared on the home page of evisa.com with the “internet everything” page, Plaintiff tries to make Mr. Orr out to be dishonest by claiming that on May 8, 2001, Mr. Orr stated that the replacement occurred in August, 1999 when, in fact, it was discovered two years later that the replacement actually occurred in September, 1999.  Frankly, the fact that – two years hence – Mr. Orr was able to recall to a degree of accuracy within one month the date on which a single, specific act had occurred, is hardly evidence of fabrication.

Indeed, a search of weblogs reveals that the change occurred on September 27, 1999.  The date seems of little consequence, however, since (a) Plaintiff’s “heyclown” knew exactly who JSL was and how to reach JSL by August 13, 1999, and (b) Plaintiff chose to ignore the administrative procedure for challenging JSL’s right to the evisa.com domain name in favor of waiting two years to commence the instant action.  To be sure, the one-month error has no bearing on the question of JSL’s bad faith.     

●
JSL sought legal counsel without thought of VISA or its trademarks
Plaintiff again paints a misleading picture by stripping away the context of testimony – this time in an effort to show bad faith in Mr. Orr’s efforts to get legal advice about evisa.com.  When the context is replaced, it becomes clear that Mr. Orr acted with reason and responsibility in getting legal counsel:

“Q.
Do you recall when you first contacted legal counsel with respect to the EVISA name?

A. Well, quite a ways after I started using it.  When I started using it, it was in Japan, and I really didn’t, you know – legal issues – the idea of legal issues didn’t really occur to me.  It didn’t really occur to me until I was back in the U.S.  And you know, my dad’s always telling me, you know, check with a lawyer about this, check with a lawyer about that.  He’s a real by-the-book guy, so – and I was thinking hey, I’m going to develop this EVISA site, which hadn’t been developed yet.  The evisa-jp site had been developed, and the EVISA MEDLINE Gateway had been developed, but the actually site evisa.com hadn’t been developed yet.  So somewhere around that time.

I think it was like ’99.  In fact, I think I’ve got documents that can pin that date down better.  There’s a document where I’m trying to raise money for evisa.com and/or screenbooks.net  That’s on the CD.  And that would be the time, you know.  It’s when I’m going out to someone else, and I’m going to say, hey, you know, I want to develop this thing, and I’ve got everything – got my legal situations completely okay according to one of the top experts in the country, so –

Q.
At the time that you first sought legal counsel with respect to the EVISA name, was that after a dispute arose with Visa International?

A.
No, it was before.  And you have a letter which shows that.  In fact, the dispute with Visa International didn’t occur until what?  Until they sued me.  There wasn’t any dispute.  Out of the blue these guys sue me, what?  When – when was the lawsuit?  What?  Was it this year?  It was this year.  Like there was no contact.  They never sent me a letter saying, “Hey, we’re concerned about our trademark rights.”  That’s why, you know, I don’t think – that’s why I took a dim view of this suit.”


These are the words of a layperson trying to do the right things legally.  These were the actions of a layperson who had not been told that it was Visa International that was trying to buy his domain name.  These are not the words or actions of a layperson acting in bad faith.

●
Mr. Orr has never trafficked in or registered domain names known to contain the trademarks of others
Plaintiff “lobs” out two domain names owned by JSL – as if the fact of registration alone demonstrates bad faith.  Of course, Plaintiff can read the ACPA and knows, in significant contrast, that the relevant factor requires proof of registration of multiple domain names “which the person knows are identical or confusingly similar to marks of others . . .   .”  Despite knowing this requirement, Plaintiff makes no attempt to offer proof that JSL had any knowledge that the domain names registered were trademarks owned by anyone else.  Obviously, Plaintiff’s only interest is in trying to paint Joe Orr as a bad man.

Although Plaintiff adds nothing to the analysis because it fails to address what the ACPA requires, JSL respectfully advises the Court that (1) “picturebookmaker.com” is the name Mr. Orr originally contemplated for his “Screenbooks” project that is referenced at pp. 24, 81, 93, 94, 99, 111, 112, 148, 156, 161, 194, and 241 of his deposition; (2) USA Direct is an Internet retail project that Mr. Orr conceived, but has yet to implement, with Worldwide Labs of Utah (referenced throughout his deposition); and (3)  neither AT&T nor SONY has ever contacted Mr. Orr concerning the domain names.

●
JSL had and has a good faith belief that it has always had intellectual property rights in “evisa”
Plaintiff tries to bootstrap its present contention that “evisa” dilutes VISA into the argument that, in 1997, JSL had no intellectual property rights in “evisa.com,” therefore, JSL’s use of “evisa.com” must, necessarily, be cybersquatting.  Apart from the clearly false statement that it is “undisputed” that JSL did not own any intellectual property rights in “evisa” (it is disputed), and apart from the “bootstrapping” problem of applying a prospective (and not yet determined) legal conclusion to a retrospective analysis – JSL respectfully submits that Plaintiff’s entire argument misses the relevant legal point.

Given the context of this factor within the ACPA “bad faith” analysis, the relevant question is whether JSL knew, at the time it registered “evisa.com,” that it did not have any intellectual property rights in the domain name.  In this regard, JSL respectfully refers the Court to the matters set forth at pp. 3-11, supra, with respect to what Mr. Orr believed were JSL’s intellectual property rights at the time he registered the “evisa.com” domain name.  In addition, JSL respectfully refers the Court to the opinion letter and declaration of intellectual property attorney, Parker Bagley, set forth in Exhibit E to JSL’s opposition to Plaintiff’s summary judgment motion on the dilution issue, with respect to the legal opinions of Mr. Bagley formed before this dispute arose.  Mr. Bagley believed that, as a matter of fact and law, JSL had (and has) intellectual property rights in “evisa” and “evisa.com,” and Mr. Orr relied on those opinions.  

Thus, even if, at the end of this litigation, it is found that JSL did not have intellectual property rights in the domain name, that could not have been Mr. Orr’s state of mind in the relevant time frame.  For that reason, in the terms of the ACPA, no “bad faith intent” could be inferred from the registration of “evisa.com.”

●
JSL has never provided false or dated contact information for evisa.com
Plaintiff’s contention seems nonsensical.  In the first place, it is an undisputed fact that, the first time Plaintiff wanted to reach Mr. Orr, its “heyclown” was immediately able to do so.  Mr. Orr timely and consistently responded.  Plaintiff has been able to contact JSL from its very first awareness of JSL’s existence.

Second, Plaintiff’s makes false statements of fact in its contention.  The contact information for the registrant of evisa.com at the time of the registration was precisely accurate. The address is that of the Eikaiwa Visa school, as appears (at least) on pp. JSL 150, JSL 151, JSL 152, JSL 153, JSL 154, and JSL 155, all attached as Exhibit A to JSL’s opposition to Plaintiff’s motion for summary judgment on the dilution issue.  Moreover, the address is also current.  JSL rents space at that location.

Third, Plaintiff offers no evidence suggesting a pattern of conduct in terms of providing misleading contact information.

Fourth, and most logically, because the entire field concerns the Internet, the ACPA speaks in terms of “contact information” as opposed to physical addresses.  Anyone wishing to “contact” Joseph Orr has always been able, and is presently able, to do so through evisa.com.

CONCLUSION

Plaintiff’s countermotion for summary judgment is untimely and should be denied for that reason.  As to the merits of the parties’ crossing summary judgment motions, in the specific terms of the ACPA, a fair reading of the record shows the following:

1. Even if “evisa.com” is “similar” to the VISA trademark – which a disputed fact -- there is not a shred of evidence presented that it is “confusingly” so.  Without proof of that element, Plaintiff cannot prevail, as a matter of law.  The “confusion” conclusion cannot be assumed, and there is no factual basis from which the conclusion can be inferred.  The only fact Plaintiff may claim justifies this conclusion – that a few e-mails intended for Plaintiff reached JSL – does not withstand scrutiny.  Those e-mails were directed to Plaintiff’s “e-Visa.com,” not to a site operating under the VISA mark.  Plaintiff’s site was created more than two years after JSL created evisa.com.  The e-mails reached JSL because the senders made typographical errors and deleted a hyphen.  That demonstrates mechanical error, not confusion.

2.  “evisa.com” is not identical or confusingly similar to VISA as a matter of law, if that is Plaintiff’s contention.  The cases cited by Plaintiff urging the Court to reach this conclusion are distinguishable for the reasons stated at pp. 17-19 above.  Indeed, for the reasons set forth in JSL’s opposition to Plaintiff’s summary judgment motion on the dilution issue, JSL respectfully submits that VISA is not “distinctive” in a cybersquatting or dilution sense.  

3. When it registered the “evisa.com” domain name in August 1997, JSL did not have a bad faith intent to profit from the VISA trademark, because:

a. JSL held a bona fide belief that it had intellectual property rights in the domain name dating to 1996, as shown by the extensive deposition testimony referenced above and by Mr. Orr’s declaration in opposition to Plaintiff’s motion for preliminary injunction
;

b. JSL had used the domain name in offering services dating to 1996
;

c. JSL had no intent to divert Plaintiff’s consumers.  JSL offered nothing in competition to Plaintiff;

d. JSL did not “traffic” in the evisa.com domain name and expressly told Plaintiff that the domain name was not for sale.  Plaintiff should not, as a matter of law, be permitted to “bait” JSL into cybersquatting, as a back-door means of acquiring the domain name;

e. JSL has never provided false or dated contact information;

f. JSL has never registered domain names it knew to be the trademarks of others;

g. The common word “visa” is not distinctive to such a degree that JSL should have known that it could not register a domain name incorporating the letter string; and Plaintiff’s e-Visa had not yet been announced, or even conceived.

For these reasons, as a matter of law, JSL is not a cybersquatter.  Accordingly, judgment should be entered in favor of JSL and against Plaintiff on Count V of Plaintiff’s complaint.

Dated this 22nd day of January, 2001.
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� 	The deadline for filing dispositive motions was December 20, 2001.  Plaintiff’s motion was dated January 7, 2002.





� 	See Plaintiff’s opposition/countermotion at p. 2, lines 8-16.





� 	See Plaintiff’s opposition/countermotion at p. 2, lines 16-18.





� 	See Plaintiff’s opposition/countermotion, at p. 4, lines 8-12.





� 	In the post-September 11 New York City environment, Mr. Orr was laid off from his computer code-writing work, and he has taken the opportunity to make major strides in developing the evisa.com website, as evidenced by the supplemental description of the site filed herein on January 17, 2002.





� 	See Exhibit A to McCue declaration to Plaintiff’s opposition/countermotion, Orr deposition transcript, at p. 28, lines 4-16 (hereafter “Orr deposition, at p. __, line ___”).


� 	Orr deposition, at p. 151, line 9 – p. 153, line 16.





� 	Orr deposition, at p. 154, line 8 – p. 155, line 10.





� 	The capitalization was done by the Court Reporter at her own instance.  JSL is simply citing the transcript as it appears.





� 	Orr deposition, at p. 85, line 24 – p. 86, line 20.





� 	Orr deposition, at p. 90, line 10 – p. 91, line 5.





� 	Orr deposition, at p. 89, lines 5-14.





� 	Orr deposition, at p. 86, line 21 – p. 88, line 1.





� 	Orr deposition, at p. 94, line 11 – p. 95, line 1.


� 	Orr deposition, at p. 95, line 13 – p. 96, line 5.





� 	Orr deposition, at p. 88, lines 2-23.





� 	See JSL’s Statement of Facts in support of its Motion for Summary Judgment on Count V, at Fact No. 11.





� 	Plaintiff wants the Court to rewrite the ACPA to substitute the words “offers for sale” for the word “traffics” that Congress included in the statute.  (See opposition/countermotion at pp. 29-30).  Clearly, “trafficking” is a much stronger term and connotes a state of mind that Joseph Orr certainly did not have.





� 	See Exhibit C to McCue declaration in support of Plaintiff’s opposition/countermotion. 


 


� 	Orr deposition, at p. 180, lines 9-24.


� 	See Exhibit C to McCue declaration in support of Plaintiff’s opposition/countermotion.





� 	Plaintiff argues that Marksmen is a “brand protection” service and not a private investigator.  The page from Marksmen’s website, attached as Exhibit A, clearly suggests otherwise.





� 	In his initial e-mail, Heyclown wrote, “I am writing to inquire if the domain name EVISA.COM is available for sale.  I would like to purchase this domain name if it is.”





� 	As a means of proving JSL’s bad faith. Plaintiff devotes three pages of its opposition (pp. 7, 8, and 19) to accusing Mr. Orr of misleading Visa.





� 	A complete copy of the administrative policy and procedure is attached as Exhibit B.


� 	As reflected in the VISA press release attached as Exhibit C, it is a part of Plaintiff’s “corporate culture” to “kill” its competitors.





� 	See Plaintiff’s opposition/countermotion at p. 9, lines 9-13.





� 	Plaintiff makes the extremely misleading suggestion that “evisa.com” has diverted Internet traffic intended for VISA.  In fact, as Plaintiff well knows -- since, and only since, VISA created its infringing “e-visa.com” domain name -- JSL has received e-mails at “evisa.com” that were apparently intended for “e-visa.com,” but the sender made a typographical error and omitted the hyphen.  In any event, JSL is the prior user of “evisa” and JSL has not received any messages intended for “visa.com.”





� 	As noted in the report of JSL’s Internet expert, a search of the Internet – the only context in which the cybersquatting issue arises – yields 471 sites in which the word “visa” appears in the name of the site.  Only a few of those references are to VISA credit cards.  See Expert Report of Lars Klander, Exhibit C to JSL’s Opposition to Plaintiff’s Motion for Summary Judgment on its trademark dilution claim, at paragraph 10, incorporated herein by reference.





� 	See Expert Report of Lars Klander, Exhibit C to JSL’s Opposition to Plaintiff’s Motion for Summary Judgment on its trademark dilution claim, at paragraph 15, incorporated herein by reference.





� 	See Plaintiff’s opposition/countermotion at p. 14, lines 10-15.





� 	This claim appears at p. 12, lines 1-20 of Plaintiff’s opposition/countermotion.





� 	The page itself was a ninth level page under the icon “eigo” shown in the index on p. 9 of Plaintiff’s opposition/countermotion.





� 	Orr deposition, at p. 160, line 10 – p. 161, line 11.


� 	Orr deposition, at p. 164, line 19 – p. 166, line 16.


� 	Orr deposition at p. 99, line 7 – p. 100, line 19.


� 	Orr deposition, at p. 143, line 16 – p. 144, line 23.


� 	See Orr declaration dated May 7, 2001, at paragraphs 7-13, incorporated by this reference.





� 	Id.
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