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UNITED STATES DISTRICT COURT

DISTRICT OF NEVADA
	VISA INTERNATIONAL SERVICE ASSOCIATION, a Delaware Corporation,

Plaintiff,

v.

JSL CORPORATION, a Nevada Corporation,

Defendant.
	CASE NO. CV-S-01-0294-HDM-LRL

DEFENDANT’S OPPOSITION TO PlaINTiFF’S MOTION FOR A PRELIMINARY INJUNCTION; MEMORANDUM OF POINTS AND AUTHORITIES


Defendant JSL Corporation (“JSL”) submits this Memorandum of Points And Authorities in opposition to Plaintiff Visa International Service Association’s (“Visa”) Motion For A Preliminary Injunction.

I. INTRODUCTION

After unsuccessfully attempting, in August 1999, to purchase JSL’s rights in the <evisa.com> domain name for $90,000, Visa waited over a year and a half before filing this suit and now seeks the extraordinary remedy of a preliminary injunction.  Visa clearly knew of JSL’s ownership of the <evisa.com> domain name, at least as early as August 1999, and knew or should have known of its use of the EVISA service mark at that time.  JSL has openly used the EVISA mark via the internet since February 1997.  If Visa were truly being irreparably harmed or truly believed it had superior rights, it would have charged JSL with infringement or dilution in 1999.  Instead, it acknowledged JSL’s superior rights by attempting to purchase <evisa.com> through the guise of a private investigator.  Visa belatedly seeks to gain, through the back door of this Court, what it could not gain through the front door of business negotiations.

Visa’s dilatory cries of dilution, trademark infringement and irreparable injury must fall on deaf ears.  First, JSL’s use of EVISA does not and cannot dilute the distinctiveness of the VISA mark because VISA is inherently nondistinctive.  Second, Visa had been used and registered as a trademark on other products prior to its use on credit cards.  Third,  today the VISA mark coexists with numerous other uses and registrations for VISA and VISA-formative marks.  Fourth, if confusion were likely to arise from JSL’s use of EVISA, surely there would have been some indication of confusion during the last four years of use.  Finally, Visa’s one and one-half year delay in seeking preliminary injunctive relief negates its spurious claim of irreparable injury.  For all the foregoing reasons, its motion for a preliminary injunction should be summarily denied.

II. STATEMENT OF FACTS

A. JSL’s Good Faith Adoption And Use Of The EVISA Trademark

JSL is a small company that was started by Joseph Orr in 1996 to provide English/Japanese translation services, web design and e-commerce.  JSL and Mr. Orr have used the EVISA service mark openly and continuously in commerce and on the internet since February 1997 for various services and continue to use this mark.  Declaration of Joseph Orr (hereinafter “Orr Decl.”) ¶¶ 9 and 11.

Mr. Orr, President of JSL, resided in Tohayashi, Japan from 1990 to 1998.  In 1992 he founded an English language school called Eikaiwa Visa.  Mr. Orr initially considered using Eikaiwa Passport as the name of the school.  But, at that time, another school already existed with a similar name.  Orr Decl. ¶ 4.

The name Eikaiwa Visa means “English conversation visa.”  The EVISA mark is a contraction of “Eikaiwa Visa”.  Visa, as it appears in the school name, is meant to suggest travel to the “land” of English conversation.  In Japan, the primary significance of the word “visa” is the official authorization appearing in or appended to a passport, permitting entry in and travel within a particular region.  Although VISA credit cards are known in Japan, the association between “visa” and credit cards is much less than in the U.S., as the Japanese do not shop on credit to the extent that Americans do.  Orr Decl. ¶ 5.

B. JSL’s Use Of EVISA On The Internet

Between 1992 and 1996, Mr. Orr developed a highly innovative system to teach English, including a textbook and several computer programs.  In November of 1996, Mr. Orr began to offer some of his English study programs and promote the Eikaiwa Visa school over the internet.  Mr. Orr initially sought to register <evisa.com> as the domain name for the school.  The letter “e” was to represent the Eikaiwa part of the school name and the word “visa” was to represent the second half of the school name.  When he tried to register the domain name <evisa.com>, however, he discovered it was already taken by another party.  So, Mr. Orr registered the domain name <evisa-jp.com> instead.  The letters “jp” stand for Japan.  Orr Decl. ¶¶ 6-7, Ex. B.

Mr. Orr’s experience in teaching English, offering translation services and multi-lingual web site development services prompted him to start a new company.  In December 1996, Mr. Orr incorporated the JSL Corporation.  JSL stands for Japanese Service Link.  JSL initially offered Japanese/English translation services and e-commerce between Japan and the U.S.  JSL also ran a web site that sold health products to Japanese customers, which Mr. Orr had previously created for a Utah company named World Wide Labs.   Orr Decl. ¶¶ 2 and 8-9, Ex. C.

In February 1997, Mr. Orr registered the domain name <jserv.com> on behalf of JSL.  Mr. Orr initially sought to register the domain name <jsl.com>, but was unable to do so because it was already registered to another party.  Instead, he registered <jserv.com> as a shorthand version of the company name:  Japanese Service Link or JSL.  Orr Decl. ¶ 10, Ex. D.

After registering the <jserv.com> domain name, Mr. Orr created a new web site for JSL specifically aimed at American businesses that wanted to reach the Japanese market via the internet.  Mr. Orr used the EVISA name on this site, indicating that EVISA was the Japanese affiliate of JSL.  Since then, JSL has derived substantial income through the rendering of services under the EVISA mark.  Orr Decl. ¶ 11, Ex. E.

After starting JSL, Mr. Orr contracted with a Japanese individual in Japan to provide the translation and customer services required for running e-commerce sites with Japanese customers and American businesses.  Because Mr. Orr thought it would be beneficial to also offer translation services for Japanese businesses, he decided to create a web site precisely for this purpose and used the EVISA mark to identify these services.   The home page at <evisa-jp.com>, which was originally dedicated to promoting the Eikaiwa Visa School and several teaching programs, became the page for the EVISA translation services and, effectively, the Japanese branch of JSL.  Orr Decl. ¶ 12, Ex. F.

In or about August 1997, JSL also constructed a web site at <healthy.pair.com>.  Since its creation, this web site has used the EVISA mark as a gateway for the Japanese to access MEDLINE, a medical database in the U.S., and receives active and substantial usage on a daily basis.
  Besides providing a useful service, this web site was intended to direct traffic through the banner ad to the online health supplement shop run by JSL and to solicit translation work for the services offered under the EVISA mark.  Orr Decl. ¶ 13, Ex. G.  

In sum, JSL has used the EVISA mark on <evisa-jp.com> and <jserv.com> since February 1997 and on <healthy.pair.com> since August 1997.

C. JSL’s Use And Registration Of The evisa.com Domain Name

In August 1997, Mr. Orr discovered that the domain name <evisa.com> had become available for registration.  JSL subsequently registered the name with the intention of moving the contents of the <evisa-jp.com> web site to <evisa.com>.  However, this project was delayed by Mr. Orr’s decision to return to the U.S. to study computer programming full-time.  Orr Decl. ¶ 15, Ex. I.

When Mr. Orr returned to the U.S., he started to envision new services for the <evisa.com> web site, encompassing more languages than Japanese and English.  These plans also included developing <evisa.com> into a more general site, which would provide a broad variety of multi-lingual, educational, travel and international resources and services.  Orr Decl. ¶ 15.

In June 1999, Mr. Orr began working on a program called Screenbook Maker, which is a program for creating tutorials and interactive computer-aided instruction.  Although it was initially created for a class he was teaching in computer networking, Mr. Orr realized that Screenbook Maker could be designed to facilitate the creation of multi-lingual computer-aided educational materials.  Screenbook Maker was the ideal tool to build the <evisa.com> site into the kind of multi-lingual portal Mr. Orr had envisioned.  Orr Decl. ¶ 16.

D. Visa’s Attempt To Purchase The evisa.com Domain Name From JSL

In August 1999, a representative from a company called Marksmen LLC, a private investigation company, called Mr. Orr about purchasing the <evisa.com> domain name.  The representative at Marksmen, however, never disclosed the principal.  Orr Decl. ¶ 17.  Visa has now admitted that it was behind the Marksmen offers.  Plaintiff’s Answer and Affirmative Defenses ¶ 20.

Mr. Orr told Marksmen’s representative that he was not interested in selling the domain name because he had plans to develop his own multi-lingual international service web site using that domain name.  The investigator from Marksmen contacted Mr. Orr several times thereafter to acquire the domain name with the final offer totaling $90,000.  After some consideration, Mr. Orr decided he was willing to sell the domain name for $250,000.  Although Mr. Orr realized that JSL would lose the domain name, he rationalized that the money would enable him to work full-time on his Screenbook Maker project.   Mr. Orr never received a response to his offer from Marksmen’s representative.  Orr. Decl. ¶¶ 18-19.  

Shortly after Mr. Orr’s last telephone conversation with Marksmen, he checked with Network Solutions, Inc. to see who owned the <e-visa.com> domain name.  Mr. Orr discovered that the <e‑visa.com> domain name had recently been acquired by Visa from a small Florida firm.  The administrative contact for the domain was listed as Marksmen, LLC.  Mr. Orr inferred from this that Marksmen had also been acting as Visa’s agent to purchase <evisa.com> from JSL.  Orr. Decl. ¶ 20.

E. JSL’s Application To Register The EVISA Trademark
With The Patent And Trademark Office

In October, 1999, JSL filed a service mark application for EVISA for “website development and translation services via a worldwide computer network” with the United States Patent and Trademark Office (“PTO”).  After the PTO issued an office action, the identification of services for the EVISA mark was changed to “computer services, namely designing and implementing web sites; providing translation services for others via a global computer network.”  Declaration of Alison G. Naidech (hereinafter “Naidech Decl.”) ¶¶ 3-5, Exs. A-C.

In the same office action, the Trademark Examining Attorney cited four pending applications as possible bars to JSL’s application for EVISA.  Because the filing dates of these applications preceded JSL’s filing date, the Trademark Examining Attorney noted that if one or more of the earlier filed applications matured to registration, the Examining Attorney might refuse registration.  Three of these applications, for EVISA, E-VISA and E VISA, were filed by Visa based on an intent-to-use.  JSL had previously been unaware that Visa had sought to protect the EVISA mark, as JSL’s prefiling search had not disclosed the Visa applications, which had only been filed on August 19, 1997 and thus had not yet been entered into the PTO’s database.  Naidech Decl. ¶¶ 6-7, Ex. B; Orr. Decl. ¶ 25.

The fourth application cited against JSL’s application was an Intent-to-Use application for the identical mark, EVISA, owned by an individual named Shah Amitabh.  The services identified in the application were “travel information services” in Class 39.  That application was subsequently abandoned on July 24, 2000.  Naidech Decl. ¶ 8, Exs. B and D.

Despite the Examining Attorney’s earlier citation of Visa’s applications as potential bars to registration, JSL’s application for EVISA has now been approved by the PTO for publication.  Naidech Decl. ¶ 11, Ex. K.

F. JSL’s Opposition To Visa’s Intent-To-Use Applications

Visa’s Intent-To-Use applications for the marks E VISA, EVISA and E-VISA cover a broad list of financial services, including the following:  “dissemination of financial information by a global information network.”   These applications preceded a press release, published on September 15, 1999, announcing Visa’s intention to launch a new division called “e-Visa.”  The purpose of this new division was, among other things, to boost Visa’s presence on the internet, develop online standards and technology for banks and merchants to help them compete and to launch a unique web-based payment gateway to facilitate payment for online transactions.  Naidech Decl. ¶¶ 7 and 19, Exs. B and S. 

When JSL became aware of these three applications early in February 2000, JSL filed Notices of Opposition to each of the Visa applications, believing it had prior rights in the EVISA mark as used in connection with internet-based services use since February 1997.  Visa subsequently filed Answers to the Notices of Opposition.  Naidech Decl. ¶¶ 9-10, Exs. E-J.

G. JSL’s Current Use And Plans For The evisa.com Web Site

After consulting with counsel in September 1999, Mr. Orr decided to go forward with his plans to develop the <evisa.com> web site. For a very short period of time, this site promoted the Eikaiwa Visa school.  At one point, the home page indicated that the site offered multi-lingual sources to purchase goods from the U.S. for shipment to other countries.  It did not, however, offer credit card services in the form of the application for or the issuance of cards.  It was merely a site offering multi-lingual web design, including design for e-commerce sites.  The <evisa.com> web site offered on-line credit card processing in connection with the purchase of merchandise only, and only within the context of building and outsourcing a shopping web site.  JSL has discontinued all e-commerce activities and references to credit card payments, as it never received any such orders.  Orr Decl. ¶¶ 21 - 22, Ex. J.
In September 1999, Mr. Orr also put a version of the <dmoz.org> open directory on the <evisa.com> site.  The site currently contains a complete world directory in multiple languages.  Thus, a consumer can search for information and shop on other web sites by category.  This web site does not currently generate any business or revenue for JSL.  Orr Decl. ¶ 23, Exs. K-L.

In June 2000, Mr. Orr filed a patent application for his Screenbook Maker software program.  Screenbook Maker creates groups of tutorials, including all support pages for placement on a public web site.  Mr. Orr is currently rolling out Screenbook Maker tutorials onto the <evisa.com> site.  He has been working on this program for about a year and a half.  The most recent addition to the site was a set of tutorials covering all the basics of Windows 2000.  Mr. Orr has put more than 60 tutorials, comprising an average of 15 pages each, on the <evisa.com> site.  Mr. Orr continues to create additional tutorials.  In the future, <evisa.com> will be used as a library site for tutorials created by employees of JSL and others and will include a membership database as well as other services to support the creation and dissemination of on line tutorials.  Orr Decl. ¶¶ 29-31.

Screenbook Maker is now the main priority of the multi-lingual resource site that <evisa.com> will eventually become.  Once the Screenbook Maker program and associated tutorials are successful, <evisa.com> will also include web-versions of the multi-lingual educational programs Mr. Orr previously created as well as new services to facilitate multi-lingual education, content creation and travel-related informational services.  Orr Decl. ¶ 32.

H. Third Party Use And Registration Of VISA Marks

The VISA trademark has been registered by a number of third parties for a variety of goods not originating with Visa.  Naidech Decl. ¶ 12, Ex. L.  Federal registrations for VISA marks include the following:

	Mark
	Reg. No.
	Reg. Date
	Goods/Services
	Date of First Use

	VISA
	879,789
	11/4/69
	cigarettes
	N/A

	VISA
	1,083,671
	1/24/78
	golf clubs
	5/2/77

	VISA
	1,170,296
	9/22/81
	textile fabrics
	2/28/80

	VISA
	1,233,598
	4/5/83
	access and crowd control identification bracelets
	7/1/80

	VISA
	1,262,171
	12/27/83
	candles
	5/1/82

	VISA
	1,277,971
	5/15/84
	vehicle tires
	9/16/81

	VISA
	1,536,298
	4/25/89
	portable toilets
	1/7/83

	VISA
	1,654,721
	8/27/91
	fasteners, namely clamps
	N/A

	VISA
	1,886, 103
	3/28/95
	textile fabrics
	2/26/80


In addition, VISA-formative marks are also registered to third parties for a variety of goods and services, namely:

	Mark
	Reg. No.
	Reg. Date
	Goods/Services
	Date of First Use

	VISA-BLEND
	802,657
	1/25/66
	gas proportioning apparatus
	10/16/64

	VIA VISA
	931,502
	3/28/72
	advice in selecting power transmission belts
	1/71

	VISA E
	1,969,581
	4/23/96
	collars of metal for fastening pipes
	N/A

	VISA INTRINSIC FR
	2,341,181
	4/11/00
	textile fabrics
	5/21/99


Naidech Decl. ¶ 13, Ex.M.

The term “evisa” is ubiquitous on the internet as indicating a travel visa which may be obtained electronically.  It is part and parcel of two web sites namely, <evisaworld.com> and <evisas.com> and is widely used by third parties to refer to the method or process by which travel visas may be obtained.  Naidech Decl. ¶¶ 14-17, Exs. N-Q.

III. ARGUMENT

A. Visa Has Not Met The Requirements To Obtain A Preliminary Injunction

To obtain a preliminary injunction, Visa must demonstrate either (1) a likelihood of success on the merits and the possibility of irreparable injury, or (2) the existence of serious questions going to the merits and the balance of hardships tipping sharply in its favor.  Omega Nutrition v. Spectrum Mktg., 756 F. Supp. 435, 437 (N.D. Cal. 1991) TA \l "Omega Nutrition v. Spectrum Mktg.,
  756 F. Supp. 435 (N.D. Cal. 1991)" \s "Omega Nutrition v. Spectrum Marketing" \c 1 .  “These are not two distinct tests, but rather the opposite ends of a single continuum in which the required showing of harm varies inversely with the required showing of meritoriousness.”  Miss World (UK) Ltd. v. Mrs. Am. Pageants, 856 F.2d 1445, 1448 (9th Cir. 1988) TA \l "Miss World (UK) Ltd. v. Mrs. Am. Pageants, 
  856 F.2d 1445 (9th Cir. 1988)" \s "Miss World (UK) Ltd. v. Mrs. America Pageants" \c 1  [citation omitted].  Visa is not entitled to relief under either formulation of the test.

Rather than preserving the status quo ante litem as a preliminary injunction should, Visa asks this Court for, in essence, a final determination on the many factual and legal questions that are raised by Visa’s claims.  It does so despite JSL’s use of EVISA since 1997 and despite Visa’s attempt to purchase <evisa.com> in 1999.  In deciding on the propriety of a preliminary injunction, “the court is not bound to decide doubtful and difficult questions of law or disputed questions of fact.”  Dymo Indus. v. Tapewriter, Inc., 326 F.2d 141, 143 (9th Cir. 1964) TA \l "Dymo Indus. v. Tapewriter, Inc., 
326 F.2d 141 (9th Cir. 1964)" \s "Dymo Inds. v. Tapewriter, Inc." \c 1 .  Moreover, if the Court grants the injunction Visa seeks, it will dispose of the entire litigation and give Visa the final relief which it requests.  “The burden of demonstrating that a preliminary injunction is warranted is a heavy one where, as here, granting the preliminary injunction will give plaintiff substantially the relief it would obtain after a trial on the merits.”  Dakota Indus. v. Ever Best Ltd., 944 F.2d 438, 440 (8th Cir. 1991) TA \l "Dakota Indus. v. Ever Best Ltd.,
  944 F.2d 438 (8th Cir. 1991)" \s "Dakota Indus. V. Ever Best Ltd." \c 1 .  Visa has not sustained this heavy burden.

1. JSL’s Use Of EVISA Does Not Dilute The
Distinctiveness Of The VISA Trademark

Visa cites Panavision Int'l, L.P. v. Toeppen, 149 F.3d 1316 (9th Cir. 1998) TA \l "Panavision Int'l, L.P. v. Toeppen, 
  149 F.3d 1316 (9th Cir. 1998)" \s "Panavision International v. Toeppen" \c 1 , in support of the elements of a dilution claim.  Motion at 10.  However, since Panavision TA \s "Panavision International v. Toeppen" , the District Court of the Central District of California and the Ninth Circuit have revised this test and adopted three requirements enunciated by the Fourth Circuit in Ringling Bros.-Barnum & Bailey Combined Shows, Inc. v. Utah Div. of Travel Dev., 170 F.3d 449, 459 (4th Cir.), cert. denied, 528 U.S. 923 (1999) TA \l "Ringling Bros.-Barnum & Bailey Combined Shows, Inc. v. Utah Div. of Travel Dev., 
170 F.3d 449 (4th Cir.),
 cert. denied, 528 U.S. 923 (1999)" \s "Ringling Bros.-Barnum & Bailey Combined Shows, Inc" \c 1 . TA \l "Ringling Bros.-Barnum & Bailey Combined Shows, Inc. v. Utah Div. of Travel Dev.,
 170 F.3d 449 (4th Cir.), cert. denied, 528 U.S. 923 (1999)." \s "Ringling Bros.-Barnum & Bailey Combined Shows, Inc. v. Utah Div." \c 1 
In Playboy Enters., Inc. v. Netscape Communications Corp., 55 F. Supp. 2d 1070, 1075 (C.D. Cal. 1999), aff’d, 202 F.3d 278 (9th Cir. 1999) TA \l "Playboy Enters., Inc. v. Netscape Communications Corp., 
  55 F. Supp. 2d 1070 (C.D. Cal. 1999),
   aff’d, 202 F.3d 278 (9th Cir. 1999)" \s "Playboy Enterprises, Inc. v. Netscape" \c 1 , the district court found that a claim for dilution requires the plaintiff to show that:  (1) the defendant has made use of a junior mark sufficiently similar to the famous mark to evoke in a relevant universe of consumers a mental association of the two that (2) has caused (3) actual economic harm to the famous mark’s economic value by lessening its former selling power as an advertising agent for its goods and services.  Visa has not proffered evidence of actual harm or any evidence that consumers, in the relevant universe, mentally associate EVISA and VISA in a manner that lessens the VISA mark’s former selling power.  As such, Visa’s claim of dilution fails.

a. Visa Has Not Put Forth Evidence Of Actual Harm

In Playboy TA \s "Playboy Enterprises, Inc. v. Netscape" , the district court denied the plaintiff’s motion for preliminary injunction on the grounds that the plaintiff failed to prove dilution by any means.  55 F. Supp. 2d at 1089 TA \s "Playboy Enterprises, Inc. v. Netscape" .  The Playboy Court explained that, in order to prevail on a claim for dilution by blurring or tarnishment, a plaintiff must “provide evidence of dilution.”   Id. TA \s "Playboy Enterprises, Inc. v. Netscape"  at 1088 (emphasis in original).  Such evidence is necessary to establish “actual economic harm to the famous mark’s economic value by lessening its former selling power as an advertising agent for its goods and services.”   Id. TA \s "Playboy Enterprises, Inc. v. Netscape"   To satisfy this burden, a plaintiff must provide evidence of: (1) actual loss of revenues or (2) consumer survey evidence.  Id. TA \s "Playboy Enterprises, Inc. v. Netscape" , quoting Ringling Bros., 170 F.3d at 464 TA \s "Ringling Bros.-Barnum & Bailey Combined Shows, Inc. v. Utah Division of Travel Dev." .  Because Playboy Enterprises failed to offer any such proof, the district court denied its motion for preliminary injunction.  Id. TA \s "Playboy Enterprises, Inc. v. Netscape" 
Visa has failed to proffer any evidence of dilution.  Visa has not introduced any evidence of lost revenues nor has it conducted a consumer survey.  Consistent with the holding in Playboy TA \s "Playboy Enterprises, Inc. v. Netscape" , Visa’s motion for preliminary injunction must be denied.  

b. The Marks Are Not Sufficiently Similar To Evoke The Mental Association Required To Sustain A Claim For Dilution

In dilution cases, the requirement of similarity between marks is higher than in trademark infringement cases, as likelihood of confusion is not the test for dilution.  According to the leading authority on trademarks, Professor J. Thomas McCarthy, “[f]or blurring or tarnishment to occur, the marks must at least be similar enough that a significant segment of the target group of customers sees the two marks as essentially the same.”  J. Thomas McCarthy, McCarthy On Trademarks and Unfair Competition, § 24:90.2 at 24-152 (4th ed. 1999) TA \l "McCarthy On Trademarks and Unfair Competition, § 24:90.2 at 24-152 (4th ed. 1999)" \s "McCarthy On Trademarks and Unfair Competition, § 24:90.2 at 24-152 (4th ed. 1999)" \c 3 .

Several courts, including the Ninth Circuit, have adopted this test to assess the similarity of marks for purposes of a dilution claim.  Playboy, 55 F. Supp. 2d at 1075 TA \s "Playboy Enterprises, Inc. v. Netscape" ; Luigino’s, Inc. v. Stouffer Corp., 170 F.3d 827, 830 (8th Cir. 1999) TA \l "Luigino’s, Inc. v. Stouffer Corp.,
  170 F.3d 827 (8th Cir. 1999)" \s "Luigino’s, Inc. v. Stouffer Corp." \c 1 ; I.P. Lund Trading ApS v. Kohler Co., 163 F.3d 27, 49 (1st Cir. 1998) TA \l "I.P. Lund Trading ApS v. Kohler Co., 
  163 F.3d 27 (1st Cir. 1998)" \s "I.P. Lund Trading ApS v. Kohler Co.," \c 1 .  Indeed, marks that only differ by one letter or one word have been found insufficiently similar to sustain a claim of dilution.  See e.g. Mead Data, Cent. Inc. v. Toyota Motor Sales, Inc., 875 F.2d 1026, 1029-1030 (2d Cir. 1989) TA \l "Mead Data, Inc. v. Toyota Motor Sales, U.S.A. Inc., 
  875 F.2d 1026 (2d Cir. 1989)" \s "Mead Data, Inc. v. Toyota Motor Sales, Inc." \c 1  (LEXIS and LEXUS not sufficiently similar); Ringling Bros.-Barnum & Bailey Combined Shows, Inc. v. B.E. Windows Corp. 937 F. Supp. 204, 212 (S.D.N.Y. 1996) TA \l "Ringling Bros.-Barnum & Bailey Combined Shows, Inc. v. B.E. Windows Corp.
 937 F. Supp. 204 (S.D.N.Y. 1996)" \s "Ringling Bros. -Barnum & Bailey Combined Shows, Inc. v. B.E. Windows Corp., 937 F. Supp. 204 (S.D.N.Y. 1996)" \c 1  (GREATEST BAR ON EARTH not sufficiently similar to GREATEST SHOW ON EARTH).  Even if the marks are identical, dilution is not automatic.  See e.g. Playboy TA \s "Playboy Enterprises, Inc. v. Netscape" , 55 F. Supp. 2d at 1075 (playboy and playmate did not dilute PLAYBOY or PLAYMATE).  Here, the marks are different.  Therefore, Visa’s failure to adduce any evidence showing that consumers see EVISA and VISA as the same and, as a result, reduce their association of the VISA mark with Visa, is fatal to its claim for dilution.

c. JSL’s Use Of VISA As Part Of Its Domain
Name Is Not Dilution Per Se

Use of a federally registered mark, in its entirety, in a domain name does not automatically result in dilution.  In Hasbro, Inc. v. Clue Computing, Inc., the District Court for the District of Massachusetts held, inter alia, that the defendant’s domain name <clue.com> did not dilute plaintiff’s federally registered CLUE trademark.  66 F. Supp. 2d 117, 136 (D. Mass. 1999), aff'd, 232 F.3d 1 (1st Cir. 2000) TA \l "Hasbro, Inc. v. Clue Computing, Inc.
  66 F. Supp. 2d 117 (D. Mass. 1999),
  aff'd, 232 F.3d 1 (1st Cir. 2000)" \s "Hasbro, Inc. v. Clue Computing, Inc." \c 1 .  

The facts presented in Hasbro TA \s "Hasbro, Inc. v. Clue Computing"  are very similar to those present here, with one notable exception:  the marks in Hasbro were identical whereas here, EVISA differs from VISA.  In Hasbro TA \s "Hasbro, Inc. v. Clue Computing" , the plaintiff, a manufacturer and marketer of children’s games, owned a federal registration for CLUE for a murder-mystery board game.  66 F. Supp. 2d at 120.  The defendant, a computer consulting company, subsequently adopted the name Clue Computing for reasons unrelated to the game of CLUE and registered the domain name <clue.com>.  Id. TA \s "Hasbro, Inc. v. Clue Computing"  at 119.  Hasbro only filed suit when it discovered that the domain name <clue.com> was taken.  That was two years after Clue Computing adopted the name and several months after it registered the domain name.  Id. TA \s "Hasbro, Inc. v. Clue Computing"  at 119-120.

In Hasbro TA \s "Hasbro, Inc. v. Clue Computing" , the plaintiff argued that there was dilution per se because the defendant’s domain name encompassed Hasbro’s entire CLUE trademark.  Id. TA \s "Hasbro, Inc. v. Clue Computing"  at 133.  This is essentially Visa’s argument.  Motion at 14-15.  The district court flatly rejected this argument on the grounds that such a ruling would mandate finding other innocent and legitimate internet users infringers.  The court further distinguished Clue Computing’s innocent and unrelated adoption of the clue name from cybersquatting:
 

I join those courts finding that, while use of a trademark as a domain name to extort money from the markholder or to prevent that markholder from using the domain name may be per se dilution, a legitimate competing use of the domain name is not.  Holders of a famous mark are not automatically entitled to use that mark as their domain name; trademark law does not support such a monopoly.  If another Internet user has an innocent and legitimate reason for using the famous mark as a domain name and is the first to register it, that user should be able to use the domain name, provided that it has not otherwise infringed upon or diluted the trademark.  I reject Hasbro’s request for a per se dilution rule and instead turn to whether Clue Computing has diluted Hasbro’s CLUE (R) mark under existing dilution standards.

Id. TA \s "Hasbro, Inc. v. Clue Computing"   The court then went on to conclude that there was neither dilution by tarnishment, as there was no unwholesome use of the mark, nor was there dilution by blurring.  Id. TA \s "Hasbro, Inc. v. Clue Computing"  at 134, 136.

d. Visa’s Trademark Does Not Posses The Requisite Distinctiveness For A Claim For Dilution

The Ninth Circuit has held that in addition to being famous, a mark must also be sufficiently distinctive to warrant protection under the Federal Dilution Act.  Avery Dennison Corp. v. Sumpton, 189 F.3d 868, 876 (9th Cir. 1999) TA \l "Avery Dennison Corp. v. Sumpton,
  89 F.3d 868 (9th Cir. 1999)" \s "Avery Dennison Corp. v. Sumpton" \c 1  (finding that the Federal Trademark Dilution Act applies only to marks which are both “truly distinctive” and “famous”).  Other courts have reached the conclusion that distinctiveness is a separate element from fame, ultimately determining that arguably “famous” marks are insufficiently distinctive to warrant protection from dilution.  Nabisco, Inc. v. PF Brands, Inc., 191 F.3d 208, 217 (2d Cir. 1999) TA \l "Nabisco, Inc. v. PF Brands, Inc., 
  191 F.3d 208 (2d Cir. 1999)" \s "Nabisco, Inc. v. PF Brands, Inc." \c 1  (“It is quite clear that the statute intends distinctiveness, in addition to fame, as an essential element.”); N.Y. Stock Exch., Inc. v. N.Y., N.Y. Hotel LLC, 69 F. Supp. 2d 479, 489 (S.D.N.Y. 1999) TA \l "N.Y. Stock Exch., Inc. v. N.Y., N.Y. Hotel LLC,
  69 F. Supp. 2d 479 (S.D.N.Y. 1999)" \s "N.Y. Stock Exch., Inc. v. N.Y., N.Y. Hotel LLC" \c 1  (finding the NEW YORK STOCK EXCHANGE insufficiently distinctive to warrant protection from dilution).  TCPIP Holding Co. Inc. v. Haar Communications, Inc., No. 99-7744, 2001 WL 197939, at *3 (2d Cir. Feb. 28, 2000) TA \l "TCPIP Holding Co. Inc. v. Haar Communications, Inc.,
  No. 99-7744, 2001 WL 197939 
  (2d Cir. Feb. 28, 2000)" \s "TCPIP Holding Co. Inc. v. Haar Communications" \c 1  (vacating preliminary injunction because THE CHILDREN’S PLACE, although widely recognized by consumers, was not sufficiently distinctive).  Likewise, Visa’s mark is not distinctive enough to warrant such protection.
As explained in Section II.H. supra, VISA is registered by third parties for a wide variety of goods and services, some of which predate Visa’s use and registration.  Visa should not be permitted to claim fame and a corresponding monopoly property interest in a commonly used term.  Moreover, “visa” is inherently lacking in distinctiveness as it is a common English language word meaning a stamp or endorsement on a passport.  No amount of acquired fame can render “visa” distinctive.
2. JSL’s Use Of EVISA Does Not Infringe Visa’s VISA Trademarks

Likelihood of confusion is the keystone of any claim for trademark infringement.  Century 21 Real Estate Corp. v. Sandlin, 846 F.2d 1175, 1178 (9th Cir. 1988) TA \l "Century 21 Real Estate Corp. v. Sandlin, 
  846 F.2d 1175 (9th Cir. 1988)" \s "Century 21 Real Estate Corp. v. Sandlin" \c 1 .  The Ninth Circuit generally uses eight factors to evaluate likelihood of confusion:  (1) the similarity of the marks; (2) the proximity or relatedness of the goods or services; (3) the degree to which marketing channels converge; (4) the strength of the allegedly infringed mark; (5) evidence of actual confusion; (6) the degree of care consumers are likely to exercise in purchasing the goods or services; (7) the intent of the defendant in selecting the allegedly infringing mark; and (8) the likelihood that the parties will expand their product lines.  See AMF Inc. v. Sleekcraft Boats, 599 F.2d 341 (9th Cir. 1979) TA \l "AMF Inc. v. Sleekcraft Boats,
  599 F.2d 341 (9th Cir. 1979)" \s "AMF Inc. v. Sleekcraft Boats" \c 1 .  Although this list is pliant and certain factors are more important than others, depending on the circumstances of the particular case, some factors such as the similarity of the marks and whether the two companies are direct competitors will always be important.  Brookfield Communications, Inc. v. W. Coast Entm’t. Corp., 174 F.3d 1036, 1054 (9th Cir. 1999) TA \l "Brookfield Communications, Inc. v. W. Coast Entm’t. Corp., 
  174 F.3d 1036 (9th Cir. 1999)" \s "Brookfield Communications, Inc. v. West Coast" \c 1 .  Application of these factors to the facts presented here shows that seven of the eight Sleekcraft factors demonstrate there is no likelihood of confusion between the EVISA and VISA trademarks.

a. The Marks Are Not Similar

As a preliminary matter, Visa misleads this Court by suggesting that JSL has used the VISA mark and that the marks are identical, both of which are self-serving mischaracterizations of the facts.  Contrary to Visa’s contention, JSL has never used VISA alone on its web site.  The exhibit to which Visa refers shows that, in the past, JSL made one isolated use of VISA with “Eikaiwa” in Japanese characters.  Sweeney Decl. ¶ G.  As explained in Mr. Orr’s declaration, however, the term “visa” is always preceded by “Eikaiwa”, either in English or Japanese characters.  Orr Decl. ¶ 27.  Therefore, no matter how much Visa might otherwise insist, the marks are not identical.  The marks at issue for purposes of comparison are VISA and EVISA.

Visa conflates two concepts of trademark law, namely “tacking” and “zone of expansion,” in an attempt to convince this Court it has prior rights in EVISA over JSL.  This is simply not true.

Tacking occurs where the trademark owner alters its trademark, without changing the total commercial impression of the mark.  Brookfield TA \s "Brookfield Communications, Inc. v. West Coast" , 174 F.3d at 1048.  “The standard for ‘tacking’, however is exceedingly strict . . . the previously used mark must be the legal equivalent of the mark in question or indistinguishable therefrom, and the consumer should consider both as the same mark.’”  Id. TA \s "Brookfield Communications, Inc. v. West Coast"  (citation omitted) (emphasis in original).  Here, Visa has admitted that VISA is not the legal equivalent of EVISA by filing Intent-To-Use applications for EVISA, E-VISA and E VISA.  Moreover, Visa is trying to add new services not historically associated with the VISA mark onto its new mark “e-Visa,” claiming both the new mark and the new services as a “natural extension” of its trademark rights.  Motion at 7.

The problem with what Visa attempts to do is that the new services, namely web site development services rendered via the internet, were never used in connection with the VISA mark.  VISA could, through tacking, offer financial services under the “e-Visa” mark (assuming arguendo that this did not create a different commercial impression from the VISA mark) or it could offer internet-related services under the VISA trademark as part of its “zone of expansion.”  However, Visa is doing neither.  Visa is, in effect, attempting to change its mark, services and channels of trade and then claim that JSL has been infringing its mark since 1997, two years before it ever thought of using “e-Visa.”  This convoluted logic cannot support a legitimate infringement claim.

(1) The Marks Differ In Sight, Sound And Meaning

Visa cannot demonstrate sufficient similarity between the marks to support a finding of likelihood of confusion.  Similarity of trademarks is tested on three levels:  sight, sound and meaning.

The proper way to analyze the sight element of the similarity test is through the “subjective eyeball test,” which entails a visual comparison of the elements making up the respective marks.  Miss World, 856 F.2d at 1451 TA \s "Miss World (UK) Ltd. v. Mrs. America Pageants" .  The marks at issue here have been reproduced for the Court and are attached hereto as Exhibit 1.  As the “eyeball test” easily establishes, the marks are quite visually distinct.

The wording of the marks appear in different scripts.  Visa’s mark appears in upper case italicized letters, is underlined with a gold stripe and, on the internet, appears in connection with the phrase “The World’s Best Way to Pay.”  Sweeney Decl. ¶ 3, Ex. B.  In sharp contrast, JSL’s EVISA mark appears in lower case, non-stylized block letters.  The “E” in the unitary EVISA mark visually distinguishes JSL’s mark from Visa’s.  Moreover, on the <evisa.com> web site, the letter “e” appears in red and the term “visa” appears in blue, further dispelling any notion of confusing similarity.  See Packerware Corp. v. Corning Consumer Prods., 895 F. Supp 1438, 1449 (D. Kan. 1995) TA \l "Packerware Corp. v. Corning Consumer Prods.,
   895 F. Supp 1438 (D. Kan. 1995)" \s "Packerware Corp. v. Corning Consumer Prods." \c 1  (differences in overall design, including letter sizes and relative sizes of identical words within marks, dispels any likelihood of confusion).  Contrary to Visa’s position, JSL’s use of red does not “emphasize” the VISA portion of its mark.  Motion at 19.  Rather, JSL’s use of red supports the opposite conclusion:  the “E”, which is in red, is more prominent and draws more attention than the color blue.  Finally, JSL’s colors:  red, white and blue differ from Visa’s colors:  blue, white and gold.  Moreover, the shades of blue are dissimilar.  See Ex. 1.  All of these factors demonstrate that the marks are not visually similar.

Phonetically, the marks sound different.  JSL’s mark contains the letter “E”, which, when pronounced, creates the distinctive sound “eee” VISA.  This addition is significant, and creates a very different sound from Visa’s mark.  Therefore, there is no significant similarity in the sound of the marks.

The two marks differ significantly in meaning.  The “E” in EVISA was intended to signify “Eikaiwa”.  Visa admits that to others “e” means “electronic,” thereby giving EVISA, as applied to translation services via the internet, a very different meaning than VISA.  On the web site, JSL’s mark is also flanked on its immediate left by a prominent picture of a passport and the phrase “multi-lingual world resource.”  Orr Decl ¶ 23, Ex. L.  The passport and tag phrase make it abundantly clear that JSL uses the term “visa” as it is defined in the dictionary, namely the passport stamp.

In sum, as actually used in commerce and seen by consumers, the EVISA mark differs substantially, noticeably and significantly from Visa’s mark in terms of sight, sound, meaning and overall commercial impression.  Thus the marks cannot be said to be similar for purposes of a likelihood of confusion analysis.

(2) The Cases Visa Cites Are Inapposite

Visa cites a single unreported district court case and a number of decisions by arbitral panels for the proposition that adding the letter “e” to another’s trademark renders the two confusingly similar.  Motion at 18-19.  It is extremely telling that the best case Visa can cite to the Court is Referee Enters., Inc. v. Planet Ref. Inc., Case No. 00-C-1391 (E.D. Wisc. Jan 24, 2001) TA \l "Referee Enters., Inc. v. Planet Ref. Inc.,
  Case No. 00-C-1391 (E.D. Wisc. Jan 24, 2001)" \s "Referee Enters., Inc. v. Planet Ref. Inc." \c 1 .  The case is wholly inapplicable in that it involved the names REFEREE and EREFEREE, as used on identical goods and services, namely a printed magazine and an online magazine -- both subscribed to by the same universe of sports referees.  Here, the services are unrelated (discussed in Section III A.2.b infra, the audience is not the same and JSL acted in complete good faith in adopting EVISA.  Moreover, the plaintiff in Referee unsuccessfully sought to have the domain name transferred pursuant to the ICANN Uniform Dispute Resolution Policy, a fact conveniently omitted by Visa.  Referee Enters., Inc. v. Planet Ref, Inc., NAF-FA 0094707 (June 26, 2000) TA \l "Referee Enters., Inc. v. Planet Ref, Inc., 
NAF-FA 0094707 (June 26, 2000)" \s "Referee Enters., Inc. v. Planet Ref, Inc., NAF-FA 0094707 (June 26, 2000)" \c 1 . 

Furthermore, the remaining decisions to which Visa cites are also easily distinguishable, as the vast majority of domain names involved famous and coined or arbitrary marks such as HITACHI, NIKE and IKEA and clear bad faith.  Motion at 19.  Here “visa” is a common English word and Visa cannot show bad faith on JSL’s part.  The decisions involving less distinctive marks are also distinguishable because they comprised longer phrases, which with an “e” prefix became an obvious intent to trade on the name and, of course, required a strong showing of bad faith.  Id. TA \s "Referee Enterprises, Inc. v. Planet Ref. Inc."     

b. The Services Are Unrelated

Visa’s analysis of this factor and the marketing channels, discussed infra, focuses on the holding in Goto.com, Inc. v. Walt Disney Co., 202 F.3d 1199 (9th Cir. 2000) TA \l "Goto.com, Inc. v. Walt Disney Co.,
  202 F.3d 1199 (9th Cir. 2000)" \s "Goto.com, Inc. v. Walt Disney" \c 1 .  In GoTo.com TA \s "Goto.com, Inc. v. Walt Disney" , GoTo, a company that operated a web site containing a search engine, brought a trademark infringement suit against Disney, which had launched its own web site with a name and logo virtually identical to GoTo’s.  The district court determined that Disney’s “Go Network” web site logo infringed plaintiff’s “GoTo” web site logo, where both logos consisted of white capital letters in an almost identical sans serif font and rendered on a green circle, which in turn was matted by a square yellow back.  202 F.3d at 1211.  The Ninth Circuit affirmed.  The Ninth Circuit found that confusion was likely because both companies were internet search engine providers and their products, web sites, were the same.  Goto.com TA \s "Goto.com, Inc. v. Walt Disney"  at 1207.  As such, the holding in GoTo.com is strictly limited to situations where the parties are direct competitors and whose “products” are the actual web sites.

JSL’s and Visa’s services are not related.  Visa glosses over this glaring weakness and attempts to distract the Court from this issue by discussing the medium through which the services are sold, namely the internet, instead of comparing the services each party offers. Motion at 20.  Visa’s smoke-and-mirror tactics should not divert this Court from comparing the parties’ services, which are clearly unrelated.

Visa provides debit and credit cards and other related financial services under the VISA trademark.  JSL does not.  Instead, JSL offers translation services, multi-lingual web site development services and has plans to expand these services to include multi-lingual educational and travel services all under the EVISA trademark.  Orr Decl. ¶¶ 2 and 32.

Visa’s contention that both parties offer e-commerce, web site development and payment services, including online credit card processing, is misleading.  First, none of Visa’s cited 21 trademark registrations for VISA identify e-commerce or web site development services.  Rather, it is only on Visa’s <e-visa.com> web site that it purports to provide information on Visa’s e-commerce efforts and web site development services.  This use commenced more than two years after Visa’s first use of EVISA.  Second, JSL has never offered payment services in the same manner that Visa does, nor has JSL ever processed a single credit card payment, even though at one time it offered some e-commerce services. Orr Decl. ¶ 22.  The parties’ services are entirely unrelated and this factor favors a finding of no likelihood of confusion.

c. The Marketing Channels Are Not Similar

Visa is a huge corporation that admittedly markets its services on television, radio, newspapers and magazines all over the world.  Motion at 4.  JSL markets its services in none of these channels, but rather only on the internet.  Therefore, this factor strongly favors JSL.  See Hasbro TA \s "Hasbro, Inc. v. Clue Computing" , 66 F. Supp. 2d at 123 (“where products have some overlap in channels of advertising and trade but primarily occupy different channels, courts have not found likelihood of confusion based on this factor.”  (citations omitted).

Furthermore, Visa’s argument that its operation of a web site brings it under the holding in GoTo.com TA \s "Goto.com, Inc. v. Walt Disney" , has been rejected.  In Therma-scan, Inc. v. Thermoscan, Inc., 118 F. Supp. 2d 792 (E.D. Mich. 2000) TA \l "Therma-scan, Inc. v. Thermoscan, Inc., 
  118 F. Supp.2d 792 (E.D. Mich. 2000)" \s "Therma-scan, Inc. v. Thermoscan, Inc.," \c 1 , the court made clear that the mere fact that both companies operate web sites does not increase the likelihood of confusion.  In finding that GoTo.com TA \s "Goto.com, Inc. v. Walt Disney"  was not applicable to the facts in Thermoscan TA \s "Therma-scan, Inc. v. Thermoscan, Inc.," , the court explained:

[T]he fact that both parties utilize the Internet as a marketing channel does not militate in favor of finding a likelihood of confusion between the two.  Instead, failure of either party to utilize the Internet for promotion and advertising would seem remarkable, given the increasing number of consumers who utilize the Web as an information and research tool.  

Id. TA \s "Therma-scan, Inc. v. Thermoscan, Inc.,"  at 802-803.

Indeed, it would be absurd to suggest that the mere fact that both JSL and Visa operate web sites increases the likelihood of confusion.  If Visa’s argument were correct, the likelihood of confusion analysis would be rendered obsolete, as nearly every major company now operates a web site.  Visa has thus misconstrued the holding in GoTo.com TA \s "Goto.com, Inc. v. Walt Disney" , which is clearly limited to situations where both parties are directly competing internet companies and their products are the actual web sites.

d. The Limited Strength Of Visa’s Mark

JSL does not contest the strength that the VISA mark has acquired in connection with financial services.  However, the word “visa” is an inherently weak mark, as it is a generic term for a stamp on a passport and is a commonly used English language word.  See Playboy, 55 F. Supp. 2d at 1074 TA \s "Playboy Enterprises, Inc. v. Netscape"  (“the holder of a trademark may not remove a word from the English language merely by acquiring trademark rights in it.”) (citation omitted).  Moreover, given the widespread third party use and registration of VISA and VISA-formative marks, some of which predate Visa’s use, it is clear that Visa cannot claim a monopoly in the word “visa”.

When the same or a similar mark is used by a multiplicity of users, especially for identical goods or services, the ability of the mark to signify one particular source is weakened.  “Simply put, a mark which is hemmed in on all sides by similar marks on similar goods cannot be very ‘distinctive.’  It is merely one of a crowd of marks.  In such crowd, customers will not likely be confused between any two of the crowd . . . .”  Miss World (UK), 856 F.2d at 1449 TA \s "Miss World (UK) Ltd. v. Mrs. America Pageants" .  “The greater the number of identical or more or less similar trademarks already in use, the less is the likelihood of confusion.”  Gen. Mills v. Kellogg, 824 F.2d 622, 627 (8th Cir. 1987) TA \l "Gen. Mills v. Kellogg, 
  824 F.2d 622 (8th Cir. 1987)" \s "Gen. Mills v. Kellogg" \c 1 .  Here, VISA was registered on cigarettes before it was registered on credit cards.  Visa has apparently made no effort to stop the use and registration of VISA and VISA-formative marks by more than a dozen different companies in as many different product and service fields.  Naidech Decl. ¶¶ 12-13, Exs. L-M.  Visa’s rights are hemmed in and should not be found to extend to JSL’s unrelated services.

e. There Is No Evidence Of Actual Confusion

Visa misstates the law when it analyzes whether “actual confusion is likely.”  Motion at 23.  (emphasis added).  The test is not the likelihood of actual confusion, but rather the existence or absence of instances of actual confusion.  Visa has not presented a scintilla of evidence of actual confusion, despite use of EVISA since February 1997.  Instead, Visa obfuscates the issue by offering the self-serving prediction that it “anticipates that discovery is likely to yield evidence of actual confusion.”  Motion at 24.  Simply put, Visa has been unable to produce even a shred of evidence that consumers have confused EVISA with VISA, despite coexistence in the market place for over four years.  

Courts in this Circuit and others have found the absence of actual confusion for much shorter periods of time to be persuasive evidence that no likelihood of confusion exists.  Playboy TA \s "Playboy Enterprises, Inc. v. Netscape" , 55 F. Supp. 2d at 1083 (drawing inference of no likelihood of confusion where no evidence of actual confusion presented and parties coexisted in market for one year); Plus Prods. v. Plus Discount Foods, Inc., 722 F.2d 999, 1006 (2d Cir. 1983) TA \l "Plus Prods. v. Plus Discount Foods, Inc.,
  722 F.2d 999 (2d Cir. 1983)" \s "Plus Prods. v. Plus Discount Foods, Inc." \c 1  (“no evidence of confusion for over a three-year period . . . is a strong indicator that the likelihood of confusion is minimal.”); Playboy Enters., Inc. v. Welles, 7 F. Supp. 2d 1098, 1104 (S.D. Cal.), aff'd, 162 F.3d 1169 (9th Cir. 1998) TA \l "Playboy Enters., Inc. v. Welles, 
  7 F. Supp. 2d 1098 (S.D. Cal.),
  aff'd, 162 F.3d 1169 (9th Cir. 1998)" \s "Playboy Enters., Inc. v. Welles" \c 1  (finding no evidence of actual confusion weighed in defendant’s favor).  Therefore, this factor strongly favors JSL.

f. The Degree Of Consumer Care Is Likely To Be High

Visa again mistakenly relies on GoTo.com to support its conclusion that consumer care is reduced merely because the parties operate internet sites.  In GoTo.com TA \s "Goto.com, Inc. v. Walt Disney" , the Ninth Circuit determined that the degree of care exercised by internet customers would likely be low because “the cost . . . of choosing one service… over another…” is “negligible.”  Id. TA \s "Goto.com, Inc. v. Walt Disney"  at 1209.  The rationale underlying the Court’s finding is sound: consumers do not have much to lose when the issue is merely which search engine to use.  As the Court explained, if a consumer is not satisfied with one search engine, the situation can easily be remedied by “simply a single click of a mouse.”  Id. TA \s "Goto.com, Inc. v. Walt Disney"   Here, however, the services offered are not internet search engines, but financial services and language translation and web site development services.  They are services for which consumers must pay money and are therefore likely to exercise greater care.

Consumers are likely to seek Visa’s services on its <visa.com> web site not on <evisa.com>.  Moreover, even if consumers reached the <evisa.com> site in error, given the appearance of the site, they would not believe that the site was affiliated with or sponsored by Visa.  Compare Sweeney Decl. ¶ 3, Ex. B with Orr Decl. ¶ 30, Ex. L.  There is no ability for the consumer to make an e-commerce transaction and absolutely no reference to credit cards anywhere on the <evisa.com> site.

In addition, Visa’s suggestion that JSL’s web site links to Visa’s <visa.com> web site is disingenuous.  Motion at 7.  JSL offers a search engine-type service on its web site, similar to those of Altavista, Lycos or Google.  When a search term is entered into one of these search engines, the search engine returns every web page that contains the term previously entered.

Thus if one types the word “visa” in the search window on <evisa.com>, <visa.com> is one of the sites that appears.  However, as Ex. F to the McCue Declaration makes clear, Visa is one of 742 sites that are returned by the search for “visa.”  No consumer could possibly believe there is a connection between EVISA and VISA on the basis that <visa.com> is one of 742 sites returned by a search for “visa.”  Indeed, the first site that appears is the Weather Channel, providing a weather forecast for Nara Visa, New Mexico -- clearly a site that has nothing to do with Visa.  See McCue Decl. ¶ 10, Ex. F.

g. JSL Adopted Its Mark In Good Faith

As explained supra, JSL adopted the EVISA mark in good faith as an abbreviation for Eikaiwa Visa.  It only chose Eikaiwa Visa because “Eikaiwa Passport” was already in use by another party.  Mr. Orr was not thinking of the credit card when he adopted the name, he was thinking of the passport stamp -- the original generic meaning of “visa”.  Moreover, the mere fact that Mr. Orr was aware of VISA credit cards is insufficient to establish the requisite intention to infringe or benefit from Visa’s mark.  Hasbro, 66 F. Supp. 2d at 125 TA \s "Hasbro, Inc. v. Clue Computing" , citing Ringling Bros., 955 F. Supp. 605, 620, aff’d, 170 F.3d 449 (4th Cir. 1999) TA \s "Ringling Bros.-Barnum & Bailey Combined Shows, Inc. v. Utah Div."  (“Utah’s adoption and use of its mark notwithstanding its knowledge of Ringling’s famous mark, cannot, without more, demonstrate predatory intent.”), cert. denied, 528 U.S. 923 (1999).

h. There Is No Likelihood Of Product Line Expansion

JSL has no intention of entering the field of financial services.  Visa does not offer translation services under the VISA mark, nor could it claim such services as being within its natural zone of expansion.  Accordingly, this factor favors JSL.

B. Visa’s One And One-Half Year Delay Mitigates
Against A Finding Of Irreparable Injury

Because a preliminary injunction is an extraordinary form of relief, the law requires the movant to demonstrate that it is suffering irreparable injury as a prerequisite to preliminary relief.  Associated Students Inc. of Cal. State Univ. Sacramento v. Nat'l. Collegiate Athletic Ass'n., 493 F.2d 1251, 1257 (9th Cir. 1974) TA \l "Associated Students Inc. of Cal. State Univ. Sacramento v. Nat'l. Collegiate Athletic Ass'n., 
  493 F.2d 1251 (9th Cir. 1974)" \s "Associated Students Inc. of Cal. State Univ." \c 1 ; accord AMP Inc. v. Foxconn Int'l., 30 U.S.P.Q.2d 1644, 1645-46 (C.D. Cal. 1994) TA \l "AMP Inc. v. Foxconn Int'l.,
 30 U.S.P.Q.2d 1644  (C.D. Cal. 1994)" \s "AMP Inc. v. Foxconn Int'l." \c 1 ; Am. Racing Equip., Inc. v. Zenith Corp., 24 U.S.P.Q.2d 1860, 1864 (C.D. Cal. 1992) TA \l "Am. Racing Equip., Inc. v. Zenith Corp., 
  24 U.S.P.Q.2d 1860 (C.D. Cal. 1992)" \s "Am. Racing Equip., Inc. v. Zenith Corp." \c 1 .

The Ninth Circuit has held that delay in moving for a preliminary injunction negates the movant’s ability to show that it is incurring irreparable injury.  Playboy, 55 F. Supp. at 1070, 1090 (C.D. Cal. 1999) (five month delay in seeking preliminary injunction demonstrates lack of irreparable harm); accord Rasterops v. Radius, Inc., 861 F. Supp. 1479, 1496 (N.D. Cal. 1994) TA \l "Rasterops v. Radius, Inc., 
 861 F. Supp. 1479 (N.D. Cal. 1994)" \s "Rasterops v. Radius, Inc." \c 1  (six to eight month delay inconsistent with finding of irreparable harm for preliminary injunction); AMP Inc. v. Foxconn Int'l., 30 U.S.P.Q.2d at 1647 TA \s "AMP Inc. v. Foxconn Int'l."  (18 month delay in seeking a preliminary injunction was strong evidence that plaintiff would not be irreparably injured).  Courts in other Circuits have regularly held that a delay of as little as 10 weeks in moving for preliminary injunction negates the movant’s ability to show that it is incurring irreparable injury.

In the present case, Visa had actual knowledge of JSL’s adoption and use of the EVISA trademark at least twenty months prior to seeking an injunction.  In fact, Exhibit G to the Sweeney Declaration confirms that Visa had knowledge of JSL’s use of EVISA in August 1999, when JSL began to put content displaying the EVISA trademark on the <evisa.com> site.  The EVISA mark was in use since February 1997 and, if it truly were the infringing and dilution use Visa now claims it to be, Visa should have become aware of such use long before August 1999.  Given Visa’s prominence in the market, if it were truly suffering actual or even potential injury as a result of JSL’s use of EVISA, it would have brought a motion for preliminary injunction long before April of 2001.  However, Visa never even sent JSL a cease and desist letter.  Indeed, it only raised this issue for the first time when it sent counsel to JSL a courtesy copy of the Complaint.  Orr Decl. ¶ 28.

In sum, Visa’s twenty-month (or longer) delay completely belies any claim that it is truly suffering irreparable injury in connection with JSL’s use of the EVISA mark.

C. The Balance Of The Equities Tips Heavily In JSL’s Favor

One of the express purposes of the Lanham Act is to protect commercial parties against unfair competition.  Abdul-Jabbar v. Gen. Motors Corp., 75 F.3d 1391, 1394 (9th Cir.), opinion amended and superseded on denial of rehearing, 85 F.3d 407 (9th Cir. 1996) TA \l "Abdul-Jabbar v. Gen. Motors Corp.,
  75 F.3d 1391 (9th Cir.), opinion amended and superseded on denial of rehearing,
  85 F.3d 407 (9th Cir. 1996)" \s "Abdul-Jabbar v. Gen. Motors Corp." \c 1 .  Visa is a huge corporation seeking to bully a small company into giving it what it wants, namely the EVISA trademark and <evisa.com> domain name.  In its Answer to JSL’s Counterclaims, Visa admits that it sought to purchase the <evisa.com> domain name through Marksmen in 1999.  Answer and Affirmative Defenses ¶ 20.  If the Court grants Visa’s motion for preliminary injunction almost two years later, JSL will be stripped of its legitimate and prior rights in the EVISA trademark.  If Visa’s motion is denied, the status quo that has existed for the last four years will continue.  Visa has suffered no hardship whatsoever.  There has been no marketplace confusion or association despite two years of concurrent use.  Accordingly the balance of hardships tips decidedly in JSL’s favor.

IV. CONCLUSION

Visa has not shown likelihood of success on the merits of its dilution or trademark infringement claims.  For this reason alone, its motion for preliminary injunction should be denied.  Even if this Court determines that Visa is likely to succeed on the merits of its claims, Visa’s one and one-half year delay negates any claim of irreparable harm and thus the motion should be denied.

Dated:  May __, 2001
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� 	The gateway instructions offered under the EVISA mark are in Japanese, but the articles actually contained in the MEDLINE database are in English.


� 	Visa cites no legal authority to support its claim that JSL has diluted Visa’s mark by tarnishment.  Motion at 10.  Visa’s suggestion that the graphics contained in JSL’s <evisa.com> web site are shoddy is spurious.  Moreover, at least one court has found that it should not be asked to adjudge the comparative quality of web site.  See Planned Parenthood Fed'n of Am., Inc. v. Bucci,  42 U.S.P.Q.2d 1430, 1439 (S.D.N.Y. 1997) (“A comparison of the quality of plaintiff’s products – their web sites – is irrelevant; the Court cannot compare the two web sites in terms of superior or inferior quality.”), aff'd, 152 F.3d 920 (2d Cir.), cert. denied, 525 U.S. 834 (1998)� TA \l "Planned Parenthood Fed'n of Am., Inc. v. Bucci,�   42 U.S.P.Q.2d 1430 (S.D.N.Y. 1997),�  aff'd, 152 F.3d 920 (2d Cir.),�  cert. denied, 525 U.S. 834 (1998)" \s "Planned Parenthood Fed'n of America, Inc. v. Bucci" \c 1 �.


� 	Visa intimates that Mr. Orr is a cybersquatter.  Motion at 6 n.2.  However, as Mr. Orr explains in his declaration, Mr. Orr has legitimate plans for the domain names he has registered and has never offered to sell the names to anyone.  Orr Decl. ¶ 35.  To the contrary, Visa approached him with an offer to purchase the domain name.


� 	JSL clearly owns priority of use of EVISA, as evidenced by Visa’s Intent-To-Use applications.  Moreover, the PTO has implicitly held that there is no likelihood of confusion between EVISA and VISA by approving JSL’s application, despite Visa’s 21 existing registrations for VISA.  Naidech Decl. ¶ 11, Ex. K.


� 	The criteria to transfer a domain name under ICANN’s UDRP are threefold: (1) the Respondent’s domain name is identical or confusingly similar to a trademark in which the Complainant has rights; (2) Respondent has no rights or legitimate interests with respect to the domain name; and (3) the domain name has been registered and is being used in bad faith.  Visa could not have brought a UDRP because it could not prove elements 2 and 3.


� 	JSL has opposed Visa’s applications for EVISA, E-VISA and E VISA because those proceedings, unlike the present, involve identical marks in which JSL has priority of use and involve related services rendered via the internet.


� 	The other cases Visa cites are similarly inapposite as they involved competitors whose services are the same.  Motion at 21.  See Planned Parenthood� TA \s "Planned Parenthood Fed'n of Am., Inc. v. Bucci" �, 42 U.S.P.Q.2d at 143 (both parties offered information services on the internet, one pro-abortion, one anti-abortion); Lozano Enters. v. LaOpinion Publ'g,  44 U.S.P.Q.2d 1764, 1767 (C.D. Cal. 1997)� TA \l "Lozano Enters. v. LaOpinion Publ'g,�  44 U.S.P.Q.2d 1764 (C.D. Cal. 1997)" \s "Lozano Enters. v. LaOpinion Publ'g" \c 1 � (both parties were publishers of Spanish-language newspapers seeking to publish their papers online); Brookfield,� TA \s "Brookfield Communications, Inc. v. West Coast" � 174 F.3d at 1056 (parties were competitors offering searchable databases on their web sites).


� 	Citibank, N.A. v. Citytrust, 756 F.2d 273, 277 (2d Cir. 1985)� TA \l "Citibank, N.A. v. Citytrust, �  756 F.2d 273 (2d Cir. 1985)" \s "Citibank, N.A. v. Citytrust" \c 1 � (finding ten week delay in seeking injunctive relief negated irreparable injury); Tough Traveler, Ltd. v. Outbound Prods.,  60 F.3d 964, 968 (2d Cir. 1995) (finding nine months before filing complaint and an additional four months before moving for a preliminary injunction negated irreparable injury); aff'd, 165 F.3d 15 (2d Cir. 1998), cert. denied, 527 U.S. 1036 (1999)� TA \l "Tough Traveler, Ltd. v. Outbound Prods.�   60 F.3d 964 (2d Cir. 1995),�  aff'd, 165 F.3d 15 (2d Cir. 1998),�   cert. denied, 527 U.S. 1036 (1999)" \s "Tough Traveler, Ltd. v. Outbound Prods." \c 1 �; Krueger Int’l, Inc. v. Nightingale, Inc., 915 F.Supp. 595, 612, 40 U.S.P.Q.2d 1334, 1348 (S.D.N.Y. 1996)� TA \l "Krueger Int’l, Inc. v. Nightingale, Inc., �  915 F.Supp. 595, 40 U.S.P.Q.2d 1334, �  (S.D.N.Y. 1996)" \s "Krueger Int’l, Inc. v. Nightingale, Inc." \c 1 � (six months); Mathematica Policy Research, Inc. v. Addison-Wesley Pub’g Co., 11 U.S.P.Q.2d 1391, 1393 (S.D.N.Y. 1989)� TA \l "Mathematica Policy Research, Inc. v. Addison-Wesley Pub’g Co.,�   11 U.S.P.Q.2d 1391 (S.D.N.Y. 1989)" \s "Mathematica Policy Research, Inc." \c 1 � (three and one half months); Stokely-Van Camp Inc. v Coca-Cola Co., 2 U.S.P.Q.2d 1225, 1227 (N.D. Ill. 1987) (three months); Borden, Inc. v. Kraft, Inc., 224 U.S.P.Q. 811, 822 (N.D. Ill. 1984)� TA \l "Borden, Inc. v. Kraft, Inc.,�   224 U.S.P.Q. 811 (N.D. Ill. 1984)" \s "Borden, Inc. v. Kraft, Inc" \c 1 � (six months); and John Lemmon Films, Inc. v. Atlantic Releasing Corp., 617 F. Supp. 992, 996, 227 U.S.P.Q. 386, 389 (W.D. N.C. 1985)� TA \l "John Lemmon Films, Inc. v. Atlantic Releasing Corp.,�  617 F. Supp. 992, 227 U.S.P.Q. 386, � (W.D. N.C. 1985)" \s "John Lemmon Films, Inc. v. Atlantic Releasing" \c 1 � (seven months).
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